
© Sheppard Mullin Richter & Hampton LLP 2014
1

Inequitable Conduct:  Unwinding 

the Tangled Web of Deceit

Stephen S. Korniczky

Chair, IP Practice Group

skorniczky@sheppardmullin.com

& 

Martin R. Bader, Partner

mbader@sheppardmullin.com



Oh! what a tangled web we weave

When first we practice to deceive!

-Sir Walter Scott
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Who is Daniel Henderson?
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Henderson’s Patents



Henderson’s Prototype in the 

Smithsonian
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Henderson Recognized by 

Senator
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Work with Nobel Prize Winning 

Engineer
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Apprentice to Dr. Hashimoto, 

Inventor of the Answering Machine
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Work for IBM and Distinguished 

Alumnus Award
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Ties to New Jersey Institute of 

Technology



 Intellect Wireless accused HTC of infringing 2 patents.
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Case Study:  Intellect Wireless, Inc. v. 

HTC Corp.

 Both patents list Daniel Henderson – the CEO of Intellect 

– as the sole inventor.

 Intellect claimed its patents covered all MMS (multimedia 

messaging service) technology, and that Henderson was 

the first to invent a wireless picture phone.



Many Sophisticated Companies Paid Millions of 

Dollars to License Henderson’s Patents
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Henderson’s Patent Family
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There’s Something Fishy In Henderson’s File 

Wrappers!
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 PTO Examiner cites the Albert 

Patent as potentially anticipating 

prior art. 

 Albert Patent filed nearly one year  

before Henderson’s January 4, 

1994 filing (priority) date.

 Henderson files Rule 131 

Declaration to swear behind 

Albert.
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Henderson Files His 1st Rule 131 

Declaration
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Henderson’s 1st Rule 131 Declaration

¶4:  That as will be seen below, 

Applicant conceived of the claimed 

invention prior to February 10, 

1993 and did not abandon, 

suppress or conceal the invention 

from at least before February 10, 

1993 to either an actual reduction 

to practice in July 1993 or to 

January 5, 1994, the filing date of 

this application.
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¶9.  That as indicated in Appendix C,

the claimed invention was actually 

reduced to practice and was 

demonstrated at a meeting with Kazuo 

Hashimoto of Hashimoto Corporation

in July of 1993 pursuant to a licensing 

agreement in which the undersigned was 

required to demonstrate a working 

prototype (Appendix W), and that block 

diagrams for this prototype are presented 

in Appendices F, G and X hereto.  

Henderson’s 1st Rule 131 Declaration
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¶11.That the picture depicted in 

Appendix C is a picture of a 

handheld device along with a 

display that displayed the caller 

identification and associated 

image information transmitted 

via the wireless network.

¶12. That this device later 

became known as the Intellect 
product.

Henderson’s 1st Rule 131 Declaration
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Appendix X  07/1993 

Product view and feature chart 

shows the “intellect” prototype 

now in the Smithsonian that was 

in development for Hashimoto 

demonstration 

Henderson’s 1st Rule 131 Declaration
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¶15. That diligence is shown 

from the conception date to 

the date of actual reduction 

to practice and from the 

conception date to the 

constructive reduction to 

practice afforded by the filing 

date of this patent application.  

Henderson’s 1st Rule 131 Declaration
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The Examiner Relies on Henderson’s 

1st Rule Declaration



Henderson’s 2nd Rule 131 Declaration
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 Three days after his first declaration, Henderson files a 

second Rule 131 declaration.

 Second declaration framed as an “additional” 

declaration.

 Submitted “because it is unclear whether the fax 

submission was received and because Applicant 

wishes to submit a revision thereto.”

 Continued to represent an actual reduction to practice.  
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Henderson’s 2nd Rule 131 Declaration

¶11. That diligence is 

shown from the conception 

date to the date of actual 

reduction to practice and 

from the conception date to 

the constructive reduction 

to practice afforded by the 

filing date of this patent 
application.  
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Henderson’s 2nd Rule 131 Declaration

Appendix U  07/1993

Product view and feature chart 

shows the “intellect” prototype 

now in the Smithsonian that 

was in development for 
Hashimoto demonstration
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Henderson Files 9 More Rule 131 Declarations
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Focused Litigation Strategy –

Served A Single Interrogatory
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Intellect Admits No Actual Reduction to Practice

DX4-1973



 We did not allege 

inequitable conduct until 

after receiving the 

verification.
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Takes 9 Months For Henderson to 

Verify the Interrogatory



1. Intentionally made a false statement of 

material fact, or

2. Intentionally withheld material information

Intent and materiality must each be proven 

separately, by clear and convincing evidence
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Proving Inequitable Conduct



Therasense:  Materiality

 “But for” test:  Information material if PTO “would not have 

allowed a claim to issue had it been aware of the 

undisclosed [information].”  Therasense , Inc. v. Becton 

Dickinson & Co., 649 F.3d 1276, 1291 (Fed. Cir. 2011).

 Exception:  “When the patentee has engaged in 

affirmative acts of egregious misconduct, such as the 

filing of an unmistakably false affidavit”  Id. at 1292.
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Therasense:  Proving Intent

 The patentee knew of the information, knew it was material, 

and made a deliberate decision to withhold.

Therasense, 649 F.3d at 1292.

 “The specific intent to deceive must be the single most 

reasonable inference able to be drawn from the evidence.”

Id.

No sliding scale
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1. Applicant must "expressly advise the PTO" of the 

misrepresentation and state "specifically wherein it 

resides;" 

2. Advise the PTO "what the actual facts are… making 

it clear that further examination in light thereof may 

be required if any PTO action has been based on 

the misrepresentation;" and

3. Based on "the new and factually accurate record, 

the applicant must establish patentability of the 

claimed subject matter." 

– Rohm & Haas Co. v. Crystal Chem. Co., 722 F.2d 1556, 1572-73 (Fed. Cir. 1983). 
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Rohm & Haas:  Requirements to Cure a 

False Statement



Proving Intent to Deceive
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 Was Hashimoto’s 

apprentice.

 Worked with Jack Kilby.

 Was diligent in building 

a working model.

 Motorola had paid 

millions to license the 

patents.

 Deposition Testimony 

Re: Arrests

More falsehoods 

were uncovered 

through our 

interrogatories 

and by deposing 

Henderson:
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Henderson Lost Credibility At Deposition
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Henderson Was Arrested For Assaulting His Girlfriend
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The Motorola Agreement
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The Refund Agreement That Was Withheld 

During Discovery



 Henderson’s declaration did not refer to an actual 

reduction to practice.

 There “may” be an actual reduction to practice.

 Henderson actually reduced a different patent 

invention to practice.

 The declaration stated that the invention “was 

constructively reduced to practice or actually 

reduced to practice.”  But the declarations used 

the word “and.”  

 Henderson admitted at deposition that he never 

built a picture phone.
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Intellect Changed Its Story Several Times



 Moved for summary judgment.

 When denied, asked Court to 

bifurcate.  

 Expedited bench trial on 

inequitable conduct.
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Focused Litigation Strategy



Henderson’s Prototype and 

Mock-up in the Smithsonian
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Intellect’s Trial Strategy:

An Icon Could Be a “Picture”
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Henderson testified that 

his prototype could 

“simulate” the icons 

shown.  No icon was 

wirelessly transmitted.



Intellect’s Trial Strategy:  An Icon Could Be a 

“Picture”
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Then, Henderson 

testified it could only 

“simulate” icons 

composed of ASCII 

characters.  No ASCII 

characters were 

wirelessly transmitted. 



Intellect’s Trial Strategy:  An Icon Could Be a 

“Picture”
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Finally, Henderson admits 

that at best his prototype 

could only display standard 

alphanumeric characters.  

Alphanumeric characters 

were not wirelessly 

transmitted either.
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Federal Circuit:  Henderson Committed 

Inequitable Conduct, Patents Unenforceable

Federal Circuit Held that:

 The declarations were false and, thus, 

material

 Submission of false affidavit raises 

strong inference of intent.

 Henderson engaged in a “pattern of 

deceit.”

 Replacement declaration “dances 

around the truth.”

 The second declaration did not cure 

the first declaration
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Post-Appeal/Attorney Fee Motion Discovery:

Henderson Knew the Declaration Was False
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Post-Appeal/Attorney Fee Motion Discovery:

Henderson Knew the Declaration Was False
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Post-Appeal/Attorney Fee Motion Discovery:

Henderson Knew the Declaration Was False
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Post-Appeal/Attorney Fee Motion Discovery:

Henderson Knew the Declaration Was False
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“The Original King Of The Patent Trolls”
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Niro Knew The Declarations Were False
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Motion to Compel Based on Crime-Fraud Exception
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Niro Only Produced A Few Limited Documents
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Niro Only Produced A Few Limited Documents
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Motion for Adverse Inference Is Granted
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Judgment Against Intellect Wireless & Niro
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