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Oh! what a tangled web we weave
When first we practice to deceive!

-Sir Walter Scott
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(&) ABSTRACT

Contact data in a phonebook database for a personal com-
munication device are remotely updateable from, or trans-
ferable between, a computer sysiem using a wireless radio
frequency connection. New contact data, and changes or
updates o existing contact data, are input at the computer
system or the personal communication device and may be
utilized in the personal communication device to ini
contact with other communicants. Contact data including
name, telephane number, address, sound or image informa-
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transferred between @ compuler system and a personal
communication device utilizing 4 wireless radio frequency
connection. The personal communi
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interfaces for local programming of contact data from a
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between a computer system may be or an infrared interface
for local updates and transfer of contact data between a
computer system.
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Henderson’s Patents

Case 1:09-cv-02945 Document 23  Filed 08/06/2009 Page 1 of 9

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS

INTELLECT WIRELESS, INC.,
Plaintiff,
v. Civil Action No. 09 C 2945
HTC CORPORATION,
HTC AMERICA, INC.,

RESEARCH IN MOTION LIMITED,
AND AT&T MOBILITY LLC,

Honorable William T. Harte
Honorable Geraldine Soat Brown

JURY TRIAL DEMANDED

Defendants.
AMENDED COMPLAINT
Plaintiff, Intellect Wireless, Inc. (‘Intellect Wireless”) complains of

defendants HTC Corporation (“HTC Corporation”), HTC America, Inc. (“HTC

b

Mr. Henderson has been awarded 25 United

States patents with several more pending that relate to picture / video messaging

in wireless devices such as PDA's, portable computers and cellular phones.

3. Daniel Henderson is the founder of Intellect Wireless, and the sole
inventor of the patents-in-suit. Mr. Henderson has been awarded 25 United
States patents with several more pending that relate to picture / video messaging
in wireless devices such as PDA's, portable computers and cellular phones. Mr.

Henderson'’s prototype for a wireless picture phone device was received as part

SheppardMullin



Henderson’s Prototype in the

Smithsonian

Case 1:09-cv-02945 Document 23  Filed 08/06/2009 Page 2 of 9 b

Case 1:09-cv-02945 Document 23  Filed 08/06/2009 Page 1 of 9

of the permanent collection of the Smithsonian Institution in the National Museum
of American History. The Honorable Senator Gordon H. Smith, (OR), declared
that Mr. Henderson has “truly blazed new ftrails in the fields of wireless
technology and digital convergence” and called him a “true visionary.”

4. Intellect Wireless owns all right, title, interest in and has standing to
sue for the infringement of United States Patent No. 7,266,186 entitled “Method

and Apparatus for Improved Paging Receiver and System” which issued on

A
2
=

September 4, 2007 (“the ‘186 Patent”).

5. Intellect Wireless owns all right, title, interest in and has standing to

aiia far tha infrinnamant Af | Initad Qiatac Datant Na 7 21N A48 antitlad “Aathad

Mr.

3v1-— & TFHY

Henderson’s prototype for a wireless picture phone device was received as part
of the permanent collection of the Smithsonian Institution in the National Museum

of American History.

. e e e o e o e G e e

inventor of the patents-in-suit. Mr. Henderson has been awarded 25 United corporate headquarters at 23 Xinghua Road, Taoyuan 330, Taiwan. HTC
Corporation does substantial business in this judicial district including the

States patents with several more pending that relate to picture / video messaging
in wireless devices such as PDA's, portable computers and cellular phones. Mr.

Henderson'’s prototype for a wireless picture phone device was received as part

SheppardMullin



Henderson Recognized by

Senator

3  Filed 08/06/2009 Page 1 of 9

ES DISTRICT COURT
DISTRICT OF ILLINOIS

Civil Action No. 09 C 2945

Honorable William T. Harte
Honorable Geraldine Soat Brown

JURY TRIAL DEMANDED

AMENDED COMPLAINT
Plaintiff, Intellect Wireless, Inc. (‘Intellect Wireless”) complains of
defendants HTC Corporation (“HTC Corporation”), HTC America, Inc. (“HTC

:d (“RIM”), and AT&T

Case 1:09-cv-02945 Document 23  Filed 08/06/2009 Page 2 of 9

of the permanent collection of the Smithsonian Institution in the National Museum
of American History. The Honorable Senator Gordon H. Smith, (OR), declared
that Mr. Henderson has ‘truly blazed new trails in the fields of wireless
technology and digital convergence” and called him a “true visionary.”

4. Intellect Wireless owns all right, title, interest in and has standing to
sue for the infringement of United States Patent No. 7,266,186 entitled “Method
and Apparatus for Improved Paging Receiver and System” which issued on
September 4, 2007 (“the ‘186 Patent”).

5. Intellect Wireless owns all right, title, interest in and has standing to
sue for the infringement of United States Patent No. 7,310,416 entitled “Method
and Apparatus for Improved Personal Communication Devices and Systems”

which issued on December 18, 2007 (“the ‘416 Patent”).

The Honorable Senator Gordon H. Smith, (OR), declared

that Mr. Henderson has “truly blazed new trails in the fields of wireless

technology and digital convergence” and called him a “true visionary.”

D T T T T e ST

States patents with several more pending that relate to picture / video messaging
in wireless devices such as PDA's, portable computers and cellular phones. Mr.

Henderson'’s prototype for a wireless picture phone device was received as part

SheppardMullin
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Corporation does substantial business in this judicial district including the




Work with Nobel Prize Winning

ngineer

Services

History

of Mr. Henderson

Patents

News

Contact Us

Daniel Henderson holding

the first patent model of the
telephone coll submitted fo the
USPTO by Alexander Graham
Bell in March, 1876.

a7
£ 3
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Smithsonian Institution

On the shoulders of giants.

In 1993, inventor Daniel Henderson became
an apprentice of Dr. Kazuo Hashimoto and
worked with him on licensing, management
issues and infringement analysis.

Unfortunately, their collaborative efforts were

S T T MR I, 14 W BT M = U o TT= e de s

Henderson worked with Jack Kilby, who
received the Nobel Prize for Physics in 2000 for
the invention of the world’s first integrated
circuit (IC) chip, to study infringement of some

of Hashimoto's patents.

circuit (IC)

chip,

Henderson worked with Jack Kilby, who
received the Nobel Prize for Physics in 2000 for

machine.

A promise kept.

By successfully licensing nearly every
telecommunications and computer company
Daniel Henderson made sure Hashimoto's

work vas respected and rewarded.

He has broad experience in the creation,
management, and licensing of intellectual
property. He holds numerous patents in
telephony and communications. Henderson

vas formerly vith IBM Corporation and

many artifacts and early prototypes donated
by PhoneTel.

Daniel Henderson with his mentor,
Dr. Kazuo Heshimoto

JACK KILBY
[NVEVTOR OFTHE INTEGRATED CIRCUT - NOBEL PRIZE [N PRySIS

SheppardMullin

the invention of the world’s first integrated
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Apprentice to Dr. Hashimoto,

Inventor of the Answering Machine

Services

History

of Mr. Henderson

On the shoulders of giants.

In 1993, inventor Daniel Henderson became
an apprentice of Dr. Kazuo Hashimoto and
wiorked vith him on licensing, management

issues and infringement analysis.
Ll £ i il Ll 2 11 b e ﬁ =

Henderson worked vith Jack Kilby, who
received the Nobel Prize for Physics in 2000 for
the invention of the world’s first integrated

circuit (IC) chip, to study infringement of some

£ L oy o i

g Im

=1

Daniel Henderson holding

the first patent model of the
telephone coil submitied fo the
USPTO by Alexander Graham
Bell in March, 1876.
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Smithsonian Institution

1992, inventor Daniel Henderson became

apprentice of Dr. Kazuo Hashimoto

In 1996, Henderson and Hashimoto’s widow
cofounded PhoneTel Communications, a
company dedicated to protecting the patent
portfolios of inventors including Dr. Kazuo
Hashimoto, one of history’s most prolific
inventors and the father of the answering

machine.

A promise kept.

By successfully licensing nearly every
telecommunications and computer company
Daniel Henderson made sure Hashimoto's

work vas respected and rewarded.

He has broad experience in the creation,
management, and licensing of intellectual
property. He holds numerous patents in
telephony and communications. Henderson
vas formerly vith IBM Corporation and

SheppardMullin

Fund and invelvement in creating a new course
entitled "Inventions and Patents.” He was the
commencement speaker when NJIT first
presented the Hashimoto prize in 1598.

Henderson was invited to the Smithsonian
Institution to accept a deed of gift for the
many artifacts and early prototypes donated
by PhoneTel.

Daniel Henderson with his mentor.
Dr. Kazuo Heshimoto

Daniel Henderson with his menior,
Dr. Kazuo Heshimoto




Work for IBM and Distinguished

<

PATENT SERV ICES ING.

Services
History

of Mr. Henderson

Patents
News

Contact Us

Dniel Henderson holding
the first patent model of the
telephone coi submitted to the
USPTO by Alexander Graham
Bell in March, 1876.

O

Smithsonian Institution

Alumnus Award

story

Henderson

was formerly with IBEM Corporation and

received the "Distinguished Alumnus Award"”

from Southern Cregon University.

Hashimoto, one of history’s mg;st prolific Henderson was invited to the Smithsonian

inventors and the father of the answering Institution to accept a deed of gift for the

machine. many artifacts and early prototypes donated
by PhoneTel.

A promise kept.

By successfully licensing nearly every
telecommunications and computer company
Daniel Henderson made sure Hashimoto's

work vas respected and rewarded.

He has broad experience in the creation,

management, and licensing of intellectual

property. He holds numerous patents in

aleak 4 o Hend Daniel Henderson with his mentor,
elephony and communications. Henderson Dr. Kazuo Hbshimoto

vas formerly vith IBM Corporation and
received the "Distinguished Alumnus Avard"

from Southern Oregon University.

Copyright ® 2002 PhoneTel Patent Services Incorporated. All n
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Ties to New Jersey Institute of

Technoloo

<

PATENT SERV ICES ING.

—

St(/)rv

Henderson's many ties to the New Jersey

Institute of Technology include establishing

the PhoneTel IE Inventions and Patents Fund,
the PhoneTel Endowed Graduate Fellovship

Fund and involvement in creating a new course

entitled "Inventions and Patents.” He was the

commencement speaker when NIIT first

presented the Hashimoto prize in 1998.

piants.

Herson became
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property. He holds numerous patents in

of intellectual

telephony and communications. Henderson
vas formerly vith IBM Corporation and
received the "Distinguished Alumnus Avard"

from Southern Oregon University.

Henderson worked vith Jack Kilby, who
received the Nobel Prize for Physics in 2000 for
the invention of the world’s first integrated
circuit (IC) chip, to study infringement of some
of Hashimoto’s patents.

He currently presides over several companies
including PhoneTel Patent Services, PhoneTel
Communications and Pinpoint Incorporated.

He has lectured on "The Power of the Patent.”

Henderson's many ties to the New Jersey
Institute of Technology include establishing
the PhoneTel IE Inventions and Patents Fund,
the PhoneTel Endowed Graduate Fellovship
Fund and involvement in creating a new course
entitled "Inventions and Patents.” He vas the
commencement speaker when NJIT first

presented the Hashimoto prize in 1998.

Henderson vas invited to the Smithsonian
Institution to accept a deed of gift for the

many artifacts and early prototypes donated
by PhoneTel.

Daniel Henderson with his mentor,
Dr. Kazuo Hashimoto

Copyright © 2002 PhoneTel Patent Services Incorporated. All nights
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Case Study: Intellect Wireless, Inc. v.

HTC Corp.

* [ntellect Wireless accused HTC of infringing 2 patents.

-

= Both patents list Daniel Henderson — the CEO of Intellect
— as the sole inventor.

N

» |ntellect claimed its patents covered all MMS (multimedia
messaging service) technology, and that Henderson was
the first to invent a wireless picture phone.

SheppardMullin .



Many Sophisticated Companies Paid Millions of

Dollars to License Henderson’s Patents

Presented below are the logos of the companies that have been sued under the
Henderson patents; all of which were successfully resolved and dismissed, including the
claim against Motorola which owns the Breeden reference. The total dollar volume of

license payment under these Henderson patents is $19,000,000.00.

&

% atat SHENE o

‘I* - -Mobile-~ %< US.Cellular

2 KYOCERA 257 Co LG

< SANYO & =i

(PANTECH GARMIN.

These companies constitute more than 90% of the camera phone market and as

such point to the unobviousness of the claimed invention.

SheppardMulilin
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Henderson’s

Patent Family
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There’'s Something Fishy In Henderson's File

Wrappers!

os United States Patent jor Patent No:  US 7.266,186 BI
Henderson i) Date of Patent: *Sep. 4, 2007

METROD ANE APFARATUS FOM 1OAN A 19 S
PMEFROVED FAING RECUIVER AND . A LIV Paaden s "
RARLIAL

bveonior Dankd A, Slembersan. 1o Wk 1Y ORUXGN PATENT DOCTMIENTS

s

v RateBieot Wirehess T, Fom Wosh, TX

1)

) Nutue Saboot & wrr. B ot ol thin

v adpied veder M3

Pt 1 ¢
LSt 0] by 1064 dos

Agpt N 10MIANI4
122 Tt Bys, £y, 2

Relosed LS Applin stiom Dots

S e, L
NwiN <8
) s

Sov wpplivatnm [he for ¢
‘e Seloremees {ed

XOCUMENTS

WA APT) Pesbede "o T Clabos, 45 Druwing Shaets
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Henderson Files His 1st Rule 131

Declaration

(M THE UINTTED STATES PATEMT AND TRADEMALK CTTFICTE |

I-:-dn' Diamel A Hy
EHE LR ST

ﬂ.g v 'U? 1152005

= PTO Examiner cites the Albert
s ez Patent as potentially anticipating

Mot aess s of Pabgiits & '_I"guluu-lu
l.._L ?.ﬂm -:u! Tradermark (i

Ademandria, VA 223131450 prior art-

Wiow cooner Wamiel A. Llendorsan aed degodes and xaya;

] T | gm the Ssvemor of e invention describud in tho patoni wpp P

----- e e o) s Do e s = Albert Patent filed nearly one year

Faiani Appleston Mo 11085,846, baving 8 pricrny doule of Tansury 3, 1%
I Thil this prionly dais iz bassd on LS. Proenl Application Sericd Mo 0871 77,850, )

et e 1 9 e i et e et s S8 before Henderson’s January 4,

Lcan be san in Appendis &,

T — 1994 filing (priority) date.

Adman, L Faleed Moo SASTIEG, wiuch mued Soplomber 19, 1595 aid Bas @ Gling dsis of

ULE 13! DECLARATION = Henderson files Rule 131

Declaration to swear behind
Albert.

HTCOM2644971
Intedact Wiraless vs. HTC - Case Mo. 08-cv-2945 - Defendants’ Exhibits
Exhibit DX 0000401 958

SheppardMullin .



Henderson’s 1st Rule 131 Declaration

-k " 2007 S5:29°n Ropert K ndler 6817-723-71686 rot
SENT BY: CONFTOENTAL; #17a360023 rEe-9-07 6:18my; race 3
4 That 25 will be seen below, Applicant conceived of the claimed mvestion pror lo

February 10, 1993 and did not abasdon, suppress or concasl the Invention from st least bolire
Februscy 10, 1903 to either an sctunl reduction to pesctice in July 1993 ar o January 5, 1994, the
By dwe of (his application.
s That ay can be seon from Appendix B, Apphcant conceived (e subject inveniion
pror o Febouny 10, 1993, w ovidenced by » dlock Qlagram and flow cAMT iy wing e L]
o O 4: That as will be seen below
6 Thet this block diagram doscribes a pageahle device, namely e paging receiver, - b)
W which aa lraage and the caller's telephone ruunber are transanitted uver a puging network. . . O
7 That this ealler identificabion infermation it fransmitted along with the ieige 10 A I t d f th I d
e e o e e o e e pplicant conceivea o e Clalime
paRng oetwork o the portable communication device

IS I - e Invention prior to February 10,

9. That a3 indicated in Appendix €, the cluimed iavention was sctuslly redeced to

proenioe and was damonstrated ol 8 meedng with Kazuo Hashimoto of Hashimoto Corparstion in o
R 90 ' Bl 4 A A 2 e 1 1 9 9 3 an Id ot abandon
Somorstrate & woikang protolype (Appendix W), and that block disgrams for this prototype we ’

presacved in Appendices F, G and X bersto.

. e A S suppress or conceal the invention

from » ealling party connected o # commuaications nefwork that provided caller ideutifyisg

fomstion to & callod pamy having o portable eommunicution device Ihat Can receivo

: from at least before February 10,
o o 1993 to either an actual reduction
to practice in July 1993 or to
s e e e 50507 [ J@NUARY S, 1994, the filing date of
this application.

PAGE 48RO &7 32

SheppardMullin .



Henderson’s 1st Rule 131 Declaration

HTC0024
v-2645 - Defendants’ Exhibits

HTC - Case No 09-cv-28
Exhibit DX 00004-01857

19. That as indicated in Appendix C,

the claimed invention was actually
reduced to practice and was
demonstrated at a meeting with Kazuo

Hashimoto of Hashimoto Corporation
in July of 1993 pursuant to a licensing

agreement in which the undersigned was
required to demonstrate a working
prototype (Appendix W), and that block
diagrams for this prototype are presented
iIn Appendices F, G and X hereto.

SheppardMullin
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Henderson’s 1st Rule 131 Declaration

{11.That the picture depicted in
Appendix C is a picture of a
handheld device along with a
display that displayed the caller
identification and associated
Image information transmitted
via the wireless network.

| 112. That this device later
I became known as the Intellect

product.

SheppardMullin
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Henderson’s 1st Rule 131 Declaration

' Feb 09 2007 S:30PM Robert K. Tendler 617-723-7186 p.5
SENT 8Y: CONFIDENTAL; 8173380023; FEB-9-07 8:10PM; PAGE 5/7
K 04/1993 Non-disclosure agreement between Doctor Design, Inc. and Innovad

regarding Daniel A. Henderson’s RPP for design essistance of an
suto-dialing paging receiver.

L 0471993 Leter from NEC America Inc. indicating that they will not mcet
with Daniel A. Hendersen without signing their NDA in which
Danie} A. Henderson would have given up ail his 1ights.

M 0471993 Letter to TDocior Design Inc. thanking them for Daniel A
Henderson's visit to their facilities to pursue production design
assistance.

N 0471993 Non-disclosure Agrcementwith Robert  Hollo, design  engineer
referred from Doctor Design.

o 0571993 Approx. datc is early May 1993, which shows Damiel A.

Henderson's notations for the phane number in Japan for Kazuo
Hashimolto sccking a license under his patents,

P 05/1993 Facsimile received from AT&T customer information center
regarding research about Caller ID technical reference materials.

Q 05/1993 Engineering Services Quottion received from Doctor Design Inc. -

R 051993 Non-disclosure agreement with Innovad and Hashimotw Corporation
regarding the Radio Frequency Auto Dialer.

s 0571993 Short thank-you note to Kazuo Hashimoto after initial meeting

T 06/1993 Letter to Kazuo Hashimow with draftletter of understanding for

license under his US Patents 4,821,308; 4,882,744; and 4,065,642,

e e Product view and feature chart

v 0671993 Non-disclosure agreement between GlobalLink Comnwnications
Inc. snd Innovad - Dan Henderson.
w 06/1993 Letter of understanding - signed License Agreemont betwcen . ,,
i C nd Danicl Company. 11
x 07/1993 Product view snd feature chart shows the “‘imtellect”: prototype now e I | l e e C ro O
in the Smithsonien thut was in development for Hashimoto
demonstration.
Y 0871993 Letier 1o Hewletr Packard requesting license o joint venture for . O .
senial infrared Link and PCMCIA technalogy.
T S et e ARG NOW In e smithsonian at w
AA 08/1993 Asticle covering the Patent Information Clearing Houso that resulted
in an interview of Daniel A, often

his own prior anl seerches in 1992-1995.

: In development for Hashimoto
W— demonstration

PAGE 6/3 RCVD AT 2/9/2007 4:26:1 )

HTC00264974

Intellect Wireless vs. HTC - Case No. 09-cv-2945 - Defendants' Exhibits
Exhibit DX 00004-01959

SheppardMullin .



Henderson’s 1st Rule 131 Declaration

Feb 08 2007 Robert K. Tendler 617-723-7186 P.7
SENT BY: CONFIDENTAL; 8173300023; FEB-9.07 B:19PM; PAGE 6/7

88 0R/1993 Drawing that showed ene ceflular comier implementaton for
messaging.

cc 09/1993 Letter 10 NEC Amenica Inc. sgain requesting  mesting «nd mutually
sprceable NDA

oo 1071993 Lemer (o Shinwa Communications of ica Inc. afler fust
meeting and business cands received for fenfative meeting in Japm

EE 10/1593 Letter from Mitsui Comtck Corp. offering (o nssist in meeling
Japan with Casio.

FF 11/1993 Product duta sheet for speskcer 10 be spec’ed in the “hicllect” device

reccived from Darren Townsley, then o males engincer at Steven
Enginecring.

GG 1171993 Letier 10 Shinwa Communications of America Inv. informing thein
that Danicl A. Hendersn bud become assistant to Kazuo
Hashimoto.

HH 121993 Budyet analysis for patent / market messarch related o tnvention
(note brochure printing, travel for Las Vegas CE Show. Shinwa
visio),

n 121993 Nonwdisclosure agreement with Morns Reesc regarding Caller 1D
and Paging System

b} 12/1993 “Intelloct” product broohure and packing receist.

KX OV1994  Teledynamiss Produst broshure picked up for recearch in Fay Vegas
‘enaumer Elecronic Show,

4. That s can be seen from the documants associated with s sbove wppendices, tio
concept was complete and witnessed prior to February 10, 1993, thus predating the filing date of
the Albert patent

15, Thatdiligence is shown from the conception date to the date of sctual reduction to
practice and from the concoption dale to the constnictive reduction to practice afforded by the
fling date of this patent spplication

16, Thal the invention was not abandoned, supprossed or concealed, as is shown by

month-to-manth uctivity in support of bringing the claimed subject matter to commercialization.

D67 723 7186 * DURATION (rin-48):43-30

PAGE 19 RCVD AT 282007 T

HTC00264975

Intellect Wireless vs. HTC - Case No. 09-cv-2945 - Defendants' Exhibits
Exhibit DX 00004-01960

SheppardMullin

115. That diligence is shown
from the conception date to
the date of actual reduction
to practice and from the
conception date to the
constructive reduction to
practice afforded by the filing
date of this patent application.
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The Examiner Relies on Henderson’s

1st Rule Declaration

Agplicution Ha. Applcarsls)
. TYCELEE HENDERSOM, DANEL .
Notice of Allowability Exameat Art Uy
. Cla Anaah 4 L

_mmummmdu.m.rw -
All cinirma Esing alirwabe, PROSECUTION OH THE WE
| NETICE G ALLOWABILITY 15 NOT A SRANT OF FAY . : :
o G e P .S 1 5 The Examiner also submits that the claims are allowable
. i comm uscalion i respons ve 1e th g oa oginl
2. [ The abowed chaimis) slam £8-01 e 178
PO eranas smwoner] ayeyr Albert, U.S. Patent No. 5,452,356 in light of Appendix B of
1. [ Cartifed copisa of the priorty documer]
&[] Canifien sopies of the ;rlu_m- dooumir
T s the submitted Affidavit.
* Cirbbed copies nof recoved:
Applicant has THREE MONTHE FROM THE “TARILING DATE™ of fus communicaton i iz a reply compheng wih the mguirements

el ki, o S Lamety camply woll sut in ABANDORNMENT of this agglzas.
THIE THREE MONTH FERIDD 15 NOT EXTENDABLE.

4[] A SUBSTITUTE CATH OFt DECLARATION must be submitied Mela the aached EXAMINERS AMENDRENT or HOTIGE OF
INFORMAL FATENT AP LICATION (R TO-151) which gless resson|s] iy tho oath of doola mssn i deficint

5 O] CORRECTED DRAWNGS [ 25 “replaoeman shoets”] must bi submbsd
121 ] isciuiing changss mguieed by the Hotioe of Crahsoernos’s Faent Degwing Resies | F10-848) atachad
1P i or 21 ] oo Pagar S, kdall Dl
101 0] nwtentig cHsrgas IMGUINS GY 1N BEICTIED KX ManGrs AEOmit ¢ Com ssl ofin
Fapssr ks Va1 Dali
Idervifylag indicia swoh as Uhe apgication sumber fsee 17 CFR: 1BCH 880K Be willes 0 L of
mach showl. Ruzlacameni shastie) shauin o8 S0 i S0 U P Ieeder sccording in 37 CFR 4

B, [ DEFPQST OF andies INFORMATION about the deposit of BIOLDGICAL MATER: ’
etached Exsrvirar's comemant reganding REQUIREVENT FOR THE CEPOSIT OF B0 :

Olisa Anwah

Asimchmenas) .
1. [ Neticn f Retesencas Cisd (PTO-BST) som=emen  PRTEeNnt Examiner
2 [ motice of Dratpersai's Fakin Diawirg Reiwy [PTO-588) B [ stafie Sum
3 [E inforrabon Discsun Siatumonts [FTOSBIE, 7,@52:“:?:‘: FEbrLIEI. I'}’ l 2 F EGD?
Flaper Mo fiai D
4. [ Ezaminar's Gomment Reganding Feouiament ior Dapesi 8. [ Examirars Sial
af Bioingizal Waindal
8O o
FTOLT R oo Farbic ol Allremsiity [ ——

HTCO00265121
Inteflect Wireless vs, HTC - Case Mo, 08-cv-2945 - Defendants’ Exhibits
Exhibit D 00004-02105
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Henderson’s 2nd Rule 131 Declaration

* Three days after his first declaration, Henderson files a
second Rule 131 declaration.

= Second declaration framed as an “additional”
declaration.

= Submitted “because it is unclear whether the fax
submission was received and because Applicant
wishes to submit a revision thereto.”

= Continued to represent an actual reduction to pr

SheppardMullin
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Henderson's 2nd Rule 131 Declaration

. 2- 120PM; PAGE /B
SENT 5V: CONFIDENTAL; 8173380023; FEB-12-07  3:20FM;
w 0871993 Fax received from inguiry related Lo AlphaPage product
X 08/1993 Article covering the Pateat Information Clearing House that resulied
in an mterview of Daniel A. Henderson. Henderson ofen conducted
his own prior art scarches in 1992.1995
Y 08/1993 Drawing that showed one cellular carrier implementation  for
messaging
z 09/1993% Letter to NEC America Inc. aain requesting a meeting und mutually
ugreeable NDA
AA 1011993 Letter o Shinws Communications of America Inc. atter first

meeting and business cards reci ved for tentative meeting in Japsn,

L] L] D
38 101993 Letter from Mitsui Comtck Corp. offering ta assist in mecting in
Japan with Casio.
L}

ce 1141993 Product data sheet for speaker to be speeed in the “Intellect” device

- reeeived from Darren Townslcy, then a sules engineer al Steven

Engincering. -
DD 11/1993 Letier to Shinwa Cammunications of America Inc. informing them

that Duniel A. Tenderson had become assiswmt to Kazuo

Hashimeto.
EE 12/1993 Budget analysis for patent / market research related 1o nventinn

(note brochure printing, travel for Lus Vegas CE Show, Shinws

visit),
FF 1201993 Non-disclosure agreement with Morris Recse regarding Caller (D f a‘ t u al
and Paging System

GG 121993 “Intellet” product brochure and packing receipt.

HH" 01/1994 Teledynamics Product brochure picked up for researeh in Las Vegas

10 That as can be seen from the documents associated with the above appendices, the

concept was complete and witnessed prior to February 10, 1993, thus predating the filing dale of

from the conception date to

11 That diligence is shown from the conception date to the date of actual reduction to

praclice and from the conception date to the constructive reduction to practice afforded by the

the constructive reduction
to practice afforded by the
e s 1 s o ezt S| fl I | ng d ate Of th iS pate Nt
application.

SheppardMullin 23



Henderson’s 2nd Rule 131 Declaration

SENT BY: CONFIDENTAL; 8173380023; FEB-12-07 3:20PM; PAGE 4/8

G 04/1993 Notes regarding Laniel A. enderson’s discussions with NEC -
North America Pager enygineering Depurtment und their legul
department as well as Matorola ut their Boynton Beach, Florida
facility.

H 04/1993 Non-disclosure agrecment between Doctor Design, Inc. and Innovad

regarding Daniel A. Henderson's RFP for design assistance of un
suto-dialing paging reveiver.

T 04/1993 Tetter from NEC America Inc. indicating that they will not meet

with Daniel A. Henderson without signing their NDA in which -
Daniel A. Henderson would have given up all his rights, I X
J 04/1993 Letter w Doctor Design Inc. thanking them for Danicl A

Henderson’s wasit to their facilities to pursue production design
assislance,

K 04/1993 Non-disclosure Agrecment with  Robert  Hotto, design  engineer
referred from Doctor Design
L 05/1993 Approx. date 15 unly May 1993, which shows Daniel A

Henderson’s notations for the phone number in Japan for Kazuo
Hashimoto sccking a license under his patents,

L
M 05/1993 Facsimile received from AT&T customer information center
regording research about Caller 1D technical reference materials, r O l | ‘ V I e W

N 05/1993 Engineering Services Quotation received from Doctor Design Inc,
o 05/1993 Non-disclosure agreement with Innovad and Hashimote Corporation
regarding e Rudio Frequency Auto Dialer (1% , ’
B 05/1993 Short thank-you note 1 Kazuo Hashimoto afler initial mecting, S h OWS t q e I n te I I e Ct p rototy p e
Q 06/1993 Letter to Kazuo Mashimoto citing draft letter of understanding for

license under his US Patents 4,821,308; 4,882,744; and 4,065,642.

L

R 0611993 Lerter to Kuzuo Hashi garding Globall.ink company und the = -

draft license agreement m I S O n I al l
S 06/1993 Non-disclosure agreement between GlobalLink Communications I lOW

Inc. and Innovad - Dun Henderson.

T 06/1993 Letter of understanding - signed License Agreement belween
Hashimoto Corporation and Danicl Henderson/innovad Company. L}
U 07/1993 Product view and feature chart shows the “intellect”: prototype now ‘ eve O I I I e I I
in the Smithsonian that was in development for llashimoto
demonstration
\% 08/1993 Leiter to Hewlett Packard requesting license or joint venture for - =
m—— I I aS h I m Oto d e m O n Stra I O n
3
HTC00264987

Intellect Wireless vs. HTC - Case No. 09-cv-2945 - Defendants' Exhibits
Exhibit DX 00004-01972
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Focused Litigation Strategy —

Served A Single Interrogatory

INTERROGATORY NO. 1:

Separately, for EACH claim of the PATENTS-IN-SUIT, IDENTIFY AND describe ALL
facts, circumstances, legal bases AND support thereof relating to when the claimed subject
matter was first conceived, first reduced to practice (both actually AND/OR constructively),
AND ANY diligence (OR lack thereof) between conception AND reduction to practice,
including, but not limited to, IDENTIFYING: (a) the dates of conception; (b) the dates of
reduction to practice (actual AND constructive, even if the actual reduction to practice occurred

before OR after the constructive reduction to practice); (¢) the locations of conception AND

SheppardMullin
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Intellect Admits No Actual Reduction to Practice

IMN THE UNITED STATES DISTRICT COURT
FOR THE HNORTHERM DISTRICT OF ILLINOIS
EASTERM DWVISIOMN

INTELLECT

INTELLECT WIRELESS, INC.'S FIRST SUPPLEMENTAL RESPONSE
e coRPO TO HTC CORPORATION'S FIRST SET OF INTERROGATORIES

HTC AMERIC
REL oL 8 e T

'
RESEARCH IN MOTHOMN LIMITED, ]
AMD ATST MOBILITY LLC, 1

)

Drafendants. i
INTELLECT WIRELESS, INC.'S FIRSET SUPPLEMENTAL RESPONSE
TO HTC CORPORATION'S FIRST SET OF INTERROGATORIES

FPlardiff Iriellect  Wirskess,  Ins Clrtellect Wireless™) for s fiest

Susglemental

As its supplemental response to subpart (f) of Interrogatory No. 1, Intellect

Wireless states neither Daniel Henderson nor Intellect Wireless actually reduced

memsson o {0 practice the inventions of the 186 patent or the ‘416 patent, accordingly

withineid

sechangs thai

Intellect Wireless does not have any products that are an actual reduction o

practice of the “186 patent or the ‘416 patent

Exhibit DX 00081-00001

Intelact Wiraless vs. HTC - Case Mo, 08-cw-2945 - Defendants’ Exhibits [ DX4'1973

SheppardMulilin
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Takes 9 Months For Henderson to

Verify the Interrogatory

April 2, 2010 75103.00004

VIA E-MAIL (MAHALEK@NSHN.COM)

David . Mahalek, Esq.

Niro, Scavone, Haller & Niro, Ltd.
181 West Madison Street, Suite 4600
Chicago, IL 60602

Re:  Inteliset Wireless v. HTC Corporation, et al. (Case No. 1:09:002945)

Dear David:

We ate in receipt of Intellect Wireless, Inc.’s First Supplemental Responses to HTC
Cotpotation’s First Set of Intetrogatories. We request that Intellect kindly provide a
certification of its responses per Federal Rule of Civil Procedure 26.

Thank you.

cerely, <

pheriodl

tephen Korniczky
for PAUL, HASTINGS, JANOFSKY & WALKER LLP

We did not allege

Inequitable conduct until
after receiving the
verification.

SheppardMullin

YER ATION

1, Daniel Hendetson declare:

T am the Chief Executive Officer of Intellect Wireless, Inc. I am authorized to make this
verification for and on behalf of Intellect Wireless, Inc. T have read Intellect Witeless, Inc.’s Second
Supplemental Responses to HTC Corporation’s First Set of Interrogatories and know ifs contents.

The factual matters stated in response to interrogatories no. 1 are (a) true and correct based on my

own personal knowledge, or (b) true and correct to the best of my knowl- -ation and
belief, becanse it has been made available to me by agents of Intellect W' ~be
reliable and whom 1 know to have personal knowledge of the fac*

forth in the foregoing response, subject to inadvertent or u:fdis:ov\ ’ I o
. L 6‘
therefore necessarily limited by the records and informattorfin®esBidhce, pu
. CRE B IR ORI
thus far discovered in the course of the preparation of thi*rélpdns€ *Consc @
P I e
Wireless reserves the right to make any changes sn #hé ré&psnst if j

PR T i
omissions have been made therein or thyt gog agcucats isfosmmetd

HArs*at any
e

w ® & W

L B ]
authorized to make this verification fgr gndonbehalf ofla:

chesinmhit [Avshit® *
P LRI L S

I declare under penalty of petjury ynder the,l

* C R T B R

fotegoing is true and correct.

. kB BB RER
8BRS
Executed on the 28 day of ’C‘fé' , 2011, L TR S
PR LR B
/ I
/ . "
(o TSignature)

DDWI J.C //4 V%%M@dmed name)
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Proving Inequitable Conduct

1. Intentionally made a false statement of
material fact, or

2. Intentionally withheld material information

Intent and materiality must each be proven
separately, by clear and convincing evidence

SheppardMullin
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= “But for” test: Information material if PTO “would not have
allowed a claim to issue had it been aware of the
undisclosed [information].” Therasense , Inc. v. Becton
Dickinson & Co., 649 F.3d 1276, 1291 (Fed. Cir. 2011).

= Exception: “When the patentee has engaged in
affirmative acts of egregious misconduct, such as the
filing of an unmistakably false affidavit” Id. at 1292.

SheppardMullin
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Therasense: Proving Intent

» The patentee knew of the information, knew it was material,
and made a deliberate decision to withhold.
Therasense, 649 F.3d at 1292.

* “The specific intent to deceive must be the single most
reasonable inference able to be drawn from the evidence.”
Id.

o

No sliding scale

SheppardMullin
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Rohm & Haas: Requirements to Cure a

False Statement

1. Applicant must "expressly advise the PTO" of the
misrepresentation and state "specifically wherein it
resides;"

2. Advise the PTO "what the actual facts are... making
It clear that further examination in light thereof may
be required if any PTO action has been based on
the misrepresentation;" and

3. Based on "the new and factually accurate record,
the applicant must establish patentability of the
claimed subject matter."

— Rohm & Haas Co. v. Crystal Chem. Co., 722 F.2d 1556, 1572-73 (Fed. Cir.

SheppardMullin
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Proving Intent to Decelve

More falsehoods
were uncovered
through our
Interrogatories

and by deposing
Henderson:

SheppardMullin

Was Hashimoto’s
apprentice.

Worked with Jack Kilby.

Was diligent in building
a working model.

Motorola had paid

millions to license the
patents.

Deposition Testimon
Re: Arrests

33



Henderson Lost Credibility At Deposition

SheppardMulilin



Henderson Was Arrested For Assaulting His Girlfriend

WESTOVER HILLS POLICE DEPARTMENT CASENC. 0907.0048

OFFENSE / INCIDENT REPORT
Wm “EVIDENGE X} | ® PROPERTY ]

CSsu D WIINESS D FAM. VIOL D

DATE OF REPORT 7/11/2009

FHHTLE
Assault
DATE 7T TIME SECURE DATE/TIME DISCOVERED
07-11-2009 2358t
LOCATION DISTRICT
6109 Westover Drive 2

SheppardMullin
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The Motorola Agreement

LICENSE AND SETTLEMENT AGREEMENT

This License and Settlement Agreement (“License Agreement’) is made
“ j ; liglgcs 1o

S LICENSE AND SETTLEMENT AGREEMENT

I This License and Settlement Agreement (“License Agreement”) is made
as of September 5, 2008 (“Effective Date”) between Intellect Wireless, Inc.,
d (“Intellect”), a Texas corporation with offices in Fort Worth, Texas and Reston,
N Virginia, on the one hand, and Motorola, Inc. (“Motorola™), a Delaware
i corporation with corporate headquarters at 1303 East Algonquin Road,
Schaumburg, lllinois 60196, on the other. As used herein, “Party” refers to
Intellect or Motorola, and “Parties” refers to Intellect and Motorola collectively.

(==l

WHEREAS, Intellect owns the Intellect Patents, including the exclusive
i i i wala-

3.0 CONSIDERATION

o 3.1 The total payment due Intellect shall be Five Million Dollars
($5,000,000 US), which shall be payable in two installments as follows:

SheppardMullin
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The Refund Agreement That Was Withheld

During Discovery

ROYALTY ADJUSTMENT AGREEMENT

THIS ROYALTY ADJUSTMENT AGREEMENT entered into this 5th day of
September 2008 (the “Effective Date”), by and between Intellect Wireless, Inc.
(“Intellect’), a Texas corporation with offices in Reston, Virginia, on the one hand, and
Motorola, Inc. (“Motorola”), a Delaware corporation with offices at 1303 East Algonquin
Road, Schaumburg, lllinois 60196, on the other. As used herein, “Party” refers to
Intellect or Motorola, and “Parties” refers to Intellect and Motorola collectively.

l Im

V. ADJUSTED ROYALTY PAYMENTS

) [*}

A. Intellect shall adjust the royalty amount paid by Motorola by paying
Motorola the Designated Percentage of all licensing fees, royalties, settlement amounts,
payments, fees, judgments, recoveries, or other compensation or payments (collectively
“Intellect Licensing Revenue”) paid to Intellect or any other related recipient of
consideration after the Effective Date of this Royalty Adjustment Agreement for the
licensing, release, enforcement, or transfer of rights under any of the Intellect Patents
(whether alone or in combination with the provision of other rights). The “Designated
Percentage” shall be fifty percent (50%) from the first Ten Million Dollars ($10,000,000
U.S.) paid to Intellect (“the Target Amount”), up to a cumulative total of Five Million
Dollars ($5,000,000 U.S.) paid to Motorola.

SheppardMullin '
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Intellect Changed Its Story Several Times

= Henderson’s declaration did not refer to an actual
reduction to practice.

» There "may” be an actual reduction to practice.

= Henderson actually reduced a different patent
Invention to practice.

» The declaration stated that the invention “was
constructively reduced to practice or actually
reduced to practice.” But the declarations used
the word “and.”

» Henderson admitted at deposition that he never
built a picture phone.

SheppardMullin .



Focused Litigation Strategy

= Moved for summary judgment.

= \When denied, asked Court to
bifurcate.

» Expedited bench trial on
iInequitable conduct.

SheppardMullin



Henderson’s Prototype and
Mock-up in the Smithsonian

SheppardMullin



Intellect’s Trial Strategy:

An Icon Could Be a “Picture’

— Henderson testified that
""" W ‘ his prototype could
“simulate” the icons
(&) shown. No icon was

"""" ' \/\J wirelessly transmitted.

SheppardMullin



Intellect’s Trial Strategy: An Icon Could Be a

“Picture”

Then, Henderson
testified it could only
“simulate” icons
composed of ASCII
characters. No ASCII
characters were
wirelessly transmitted.

-8 ||-
RGN
|

SNOJILOW3/SNOD

SheppardMullin



Intellect’s Trial Strategy: An Icon Could Be a
“Picture”

Finally, Henderson admits
that at best his prototype
could only display standard
alphanumeric characters.
Alphanumeric characters
were not wirelessly
transmitted either.

SheppardMullin



Federal Circuit: Henderson Committed

Inequitable Conduct, Patents Unenforceable

INTELLECT WIRELESS, INC., Phintiff Appellant,v. HTC CORPORATION
AND HTC AMERICA, INC., Defend anis Appellees.

2012-1658
UNITED STATES COURT OF APPEALSFOR THE FEDERAL CIRCUIT

732 F.3d 1339, 2013 U.8. App. LEXIS 26529, 168 U.5.P.Q.2D (BNA) 1562

October 9, 2013, Decided

PRIOR HISTORY: [**]
Appeal from the United States District Court for the

(186 patent) and 7,210,416 ("¢16 pafent) are unenforce-
able due to inequitable conduct. We gffirm.

Notthern District of Illinois in No. 09-CV-2945, Senior
Judge William T. Hart.

Infellect Wirdless, Inc. v. HTC Corp, 910 F. Supp. 2d

BACKGROUND
The tackooly

Intellect Wireless, Inc. (Intellect) appeals from the
district court's judgment that 7.5 Pafenf Nos. 7,266 186

{186 pafent) and 7 310 416 ("¢16 pafent) are unenforce-
able due to inequitable conduct. We gffirm.

T DODER S eI I I MUELLEr OF
counsel on the brief were NAGENDRA SETTY and
GEORGE KANABE, of San Francisco, Califormia. Of
counsel was GRAHAM MARC BUCCIGROSS, of San
Diego, California.

a receiver operably cowpled fo re-
ceive a message from a message cenfer
over a wireless convecfion, the message
including a non-facsimile picture supplied
by the message origivafor and a caller ID
auvfomafically provided by a commwica
fions nefwork that identifies the telephone
mumber of the message originator, the
message [***1565] originatar sending
the caller ID with the picture to the mes-
sage center;

JUDGES: Before PROST, MOORE, and O'MALLEY,
Circuit Judges.

OPINION BY: MOORE

OPINION
[*1341] [***1564] MOORE, Circudt Judge.

Intellect Wireless, Inc. (Intellect) appeals from the
district court's judgment that 7.5 Pafenf Nos. 7,266, 186
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Federal Circuit Held that:

= The declarations were false and, thus,
material

=  Submission of false affidavit raises
strong inference of intent.

= Henderson engaged in a “pattern of
deceit.”

= Replacement declaration “dances
around the truth.”

= The second declaration di
the first declaration
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Post-Appeal/Attorney Fee Motion Discovery:

Henderson Knew the Declaration Was False

RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli...

Subject: RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Client Privilege
From: "Daniel Hend " <dhend: @ph 1.com

Date: Sat, 10 Feb 2007 20:22:24 -0600

To: <rtendler@fonefinder.com>

Fair enough. Looks like a real mess on my hands here post Katherine and Linda but the CPAs have a
handle on it now. Talk to you on Monday.

From: rtendler [mailto:rtendler@fonefinder.com]

Sent: Saturday, February 10, 2007 5:01 PM

To: Daniel Henderson

Subject: Re: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Client Privilege

RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli...

my recent inaccurate declaration. This of course will cause problems in the file wrapper with two contradictory
statements by me and will subject me to intense questioning during deposition and impact my credibility as a
witness.

The questions will go like this:

" Do you know of your duty of candor and good faith with the PTO?"

" Do you read documents before you sign them?*

" Are you a careless person when it comes to stating important facts?”
* How do we know that you have not been careless with other faclual statements made to the  PTO during
prosecution?”
“What did you really invent that you showed to Hashimoto?"
*The intellect device shown to t and now in the Smil wasn‘t capable of showing a picture, was
it, despite what you swore under penalty of perjury in your 131 affidavit.

etc. etc. etc.
| have lived through many of these iti and my are by the i of such
hostile scrutiny. These are not imaginary issues. The improper declaration and allegations of fraud on the
palent ofﬁce will now be the easlest way to mvalldate lhe enure palenl porrlaim and nmpeach my credlblllly asa

| want to address what | perceive is a potentially lethal blow to the integrity and vadily of my patent porffoio

from the incorrect declaration faxed to the PTO on Friday.

1 think this is fixable with complete candor with the USPTO. We will have to delineate what the prior
131s covered and what we were claiming, and how the new 131 covers what we are claming now.
Anwar will be OK with this.

As to the billing, it stands. I put my bloody soul into this as well as getting us to this point and
eliminating reference to pagers and other extraneous claim language. 1 can't control Fan. The best I can
do is try to satisfy him. He is the gatekeeper. We will get this done.

Bob

Daniel Henderson wrote:

Bob,
| want to address what | perceive is a potentially lethal blow to the integrity and validity of my patent portfolio
from the incorrect declaration faxed to the PTO on Friday. | was asked to read a patent that before Friday | had
never seen, and give a thumbnail analysis about it within an hour, which i did. | also found support for a prior
invention date by me, which | also did. | followed your i ion and signed the ion prepared by you in
haste without reviewing it, as you felt speed was of the essence. And now it seems that we may be confronted
with a very difficult situation as a result.
1 am quite upset about the money and time that | have spent to arrive at this point without any clear indication
that there will EVER be any other patents allowed. The damage generated by the factually inaccurate

lion | signed is i ing in the event that any patents do issue. | am quite certain that | will
be deposed ad infinitum about the declaration during litigation and I do not see any way around this.
My concen is that the incorrect declaration will create a weak flank for attack by even marginally-competent
litigation counsel on the other side. Sinca the PTO has already received the incorrect declaration signed by me,
we cannot uncrack the egg.
To suggest to the PTO that they disregard a fax received would be worse than the fact that they received it at
all. However, we cannot let this go unaddressed. It will come out in litigation that the intellect device shown to
Hashimoto in July 1993 HAD NO WAY of displaying a picture on a two line alphanumeric display, contrary to
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From: Robert Tendler [mailto:rtendler@fonefinder.com]
Sent: Friday, February 09, 2007 4:13 PM

To: Daniel Henderson

Subject: Anwah's comment RE: H-123 Rule 131 Declaration]

=--emew- Original Message --—-----
Subject:RE: H-123 Rule 131 Declaration
Date:Fri, 9 Feb 2007 16:21:33 -0500
From:Anwah, Olisa <Olisa. Anwah@USPTO.GOV>
To:Robert Tendler <stendler@fonefinder.com>

looks good.

————— Original Message-----

From: Robert Tendler [mailto:rtendler@fonefinder.com]
: Friday, February 09, 2007

To: Anwah, Olisa

Subject: H-123 Rule 131 Declaration

We are faxing this to the USPTO.




Post-Appeal/Attorney Fee Motion Discovery:

Henderson Knew

the Declaration

Was False

RE: Anwal's comment RE: F1-123 Rude 13 | Dechication /Atorney CH.

Subject: RE: Anwah's comment RE: H-123 Rule 131 Declaration /Auomey Client Prvilege
From: *Daniel Henderson” <dhendemson@phonetel.com>

Date: Sat, 1) Feb 2007 20:22:24 -0600

Tor <rrendler{gfonefimder.com>

Fair enough. Looks ke @ real mess on my hands hera post Katherine and Linda but the CPAs have &
handle on it now. Talk to you on Monday.

From: riendler fmaiite: rendler@Tonefinder.com}
Seni: Ssturday, February 10, 2007 5:01 PM
To: Daniel Henderson

RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli...

my recent inaccurate declaration. This of course will cause problems in the file wrapper with two contradictory
statements by me and will subject me to intense questioning during deposition and impact my credibility as a
witness.

The questions will go fike this:

" Do you know of your duty of candor and good faith with the PTO?"

" Do you read documents before you sign them?”

" Are you a careless person when it comes to stating important facts?”

* How do we know that you have not been careless with other factual statements made to the PTO during
prosecution?”

“What did you really invent that you showed to Hashimoto?"

“The inlellect device shown to t and now in the wasn't capable of showing a picture, was
it, despite what you swore under penalty of perjury in your 131 affidavit. ..."

etc. etc. etc.

| have lived through many of these iti and my are by the of such

hostile scvulinx. These are not bmﬁm issues. The imEoger declaration and aueﬂanons of fraud on the

L

My concern is that the incorrect declaration will create a weak flank for aitack by even marginally-competent

litigation counsel on the other side.

Tof3

1 think thig 15 fixable with complete candor with the USPTO. We will have o delineate wiat the prioy
131s covered and what we were claiming, snd how the new 131 covers what we ate claming now.
Anwar witl be OK with this.

As to the billing, it stands. I put my bloody soul into this a5 well as getting us 1o this point and
eliminating reference to pagers and other extrancovs claim language, 1can't control Fan. Thebest | can
do is try to satisfy him, He is the gatekeeper. We will get this done.

Bob

Daniel Henderson wrote:

Hob, .

{ want to address what | perceive is a potentially lethal blow to the inteqrity ang validity of my patent portfolia

from the incorect declaralion faxed o the PTO on Eriday. 1 was asked lo read a patent It before Friday 1 had

never seen, and Give & (humbnall analysiz about it within an hour, which | did, ¢ also found support for 8 prior

inveniion date by me, which | also did, | followed your instruction and sighed the dedaration prepared by you in

naste without reviewing it, as you felt spesd was of the essence. And now il seems that we may be confronied

with & wery oi¥ficull situation as a result,

1 am quile upset about the money and time thal ! have spent 1o anive at this point withot any clear indication

that there wilt EVER be any other patents allowed. The damage generated by the factually inaecurale
jsignedis & 1 in the event that any patents do issue. | am quite cartain that { wilt

be deposiad ad infinitum abaut the declaration during iitgstion and 1 do not see any way around this.

By concen is that the incoreect declaration will create a weak flank for alteck by even marginaliy-competent

fifigation counset on the other side. Sinee the PTO has already received the incorrect declaration sighed by ma,

we cannot unerack the egg.

To suggest to the PTO ihal they disregard a fax received would be worsa thars e (act that thay recelvad it al

&l However, we cannat let this go unaddressed. B will come oul in Tiigation that the inteliect devics shown fa

Hashimole in July 1883 HAD NO WAY of displaying & picture on & two line alphanumeric dispiay, contrary io

YRKT 49
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From: Robert Tendler [mailto:rtendler@fonefinder.com]
Sent: Friday, February 09, 2007 4:13 PM

To: Daniel Henderson

Subject: Anwah's comment RE: H-123 Rule 131 Declaration]

==emmen= Original Message --—----

Subject:RE: H-123 Rule 131 Declaration

i, 9 Feb 2007 16:21:33 -0500

nwah, Olisa <Olisa. Anwah@USPTO.GOV>
To:Robert Tendler <stendler@fonefinder.com>

looks good.

----- Original Message-----

From: Robert Tendler [mailto:rtendler@fonefinder.com]
Sent: Friday, February 09, 2007 4:20 PM

To: Anwah, Olisa

Subject: H-123 Rule 131 Declaration

We are faxing this to the USFTO.
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Post-Appeal/Attorney Fee Motion Discovery:

Henderson Knew the Declaration Was False

RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli... RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli...

Subject: RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Client Privilege
From: "Daniel Hend " <dhend: @ph 1.com

Date: Sat, 10 Feb 2007 20:22:24 -0600

To: <rtendler@fonefinder.com>

The questions will go like this:

" Do you know of your duty of candor and good faith with the PTO?"
" Do you read documents before you sign them?*
" Are you a careless person when it comes to stating important facts?”

Fair enough. Looks like a real mess on my hands here post Katherine and Linda but the CPAs have a m
* How do we know that you have not been careless with other faclual statements made to the  PTO during

handle on it now. Talk to you on Monday.

prosecution?”
“What did you really invent that you showed to Hashimoto?"
: “The intellect device shown to t and now in the Smil ian wasn't capable of showing a picture, was
From: rtendler [mailto:rtendler@fonefinder.com] it, despite what you swore under penalty of perjury in your 131 affidavit.
Sent: Saturday, February 10, 2007 5:01 PM efc. efc. etc.
To: Daniel Henderson | have lived through many of these it and my are by the i of such

hostile scrutiny. These are not imaginary issues. The improper declaration and allegations of fraud on the
patent office will now be the easiest way to invalidate the entire patent portfolio and impeach my credibility as a

! witness. | fully expect that it will also introduce serious concerns for my litigation counsel, given the potential
ATTORNEY CLIENT PRIVILEGE __invaiidity arguments that wil be posed by the other side. This additional isk would have othenwise not existed i

The damage generated by the factually inaccurate
declaration | signed is potentially devastating in the event that any patents do issue. |am quite certain that | wil
be deposed ad infinitum about the declaration during litigation and | do not see any way around this.

Subject: Re: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Client Privilege

ET— T —————
To: Daniel Henderson
As to the billing, it stands. I put my bloody soul into this as well as getting us to this point and Subject: Anwah's comment RE: H-123 Rule 131 Declaration]
eliminating reference to pagers and other extraneous claim language. 1 can't control Fan. The best I can
do is try to satisfy him. He is the gatekeeper. We will get this done.
Bob =-emmen- Original Message --—----
Subject:RE: H-123 Rule 131 Declaration
Daniel Henderson wrote: Date:Fri, 9 Feb 2007 16:21:33 -0500

From:Anwah, Olisa <Olisa. Anwah@USPTO.GOV>
| Bob, o 2 Zx To:Robert Tendler <stendler@fonefinder.com>
{1 want to address what | perceive is a potentially lethal blow to the integrity and validity of my patent portfolio
from the incorrect declaration faxed to the PTO on Friday. | was asked to read a patent that before Friday | had
never seen, and give a thumbnail analysis about it within an hour, which i did. | also found support for a prior
invention date by me, which | also did. | followed your i ion and signed the ion prepared by you in
haste without reviewing it, as you felt speed was of the essence. And now it seems that we may be confronted looks good.
with a very difficult situationasaresutt. B Original Message-----
1 am quite upset about the money and time that | have spent to arrive at this point without any clear indication From: Robert Tendler [mailto:rtendler@fonefinder.com]
that there will EVER be any other patents allowed. The damage generated by the factually inaccurate | : Friday, February 09, 2007 4:20 B
declaration | signed is potentially devastating in the event that any patents do issue. | am quite certain that | will | To: Anwah, Olisa
be deposed ad infinitum about the declaration during litigation and | do not see any way around this. Subject: H-123 Rule 131 Declaration

My concem is that the incorrect declaration will create a weak flank for attack by even marginally-competent
litigation counsel on the other side. Sinca the PTO has already received the incorrect declaration signed by me,
we cannot uncrack the egg.

To suggest to the PTO that they disregard a fax received would be worse than the fact that they received it at
all. However, we cannot let this go unaddressed. It will come out in litigation that the intellect device shown to
Hashimoto in July 1993 HAD NO WAY of displaying a picture on a two line alphanumeric display, contrary to

We are faxing this to the USPTO.

Lof3 VRkT 49 1

SheppardMullin

48



Post-Appeal/Attorney Fee Motion Discovery:

Henderson Knew the Declaration Was False

RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli... RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli...

my recent inaccurate declaration. This of course will cause problems in the file wrapper with two contradictory

Subject: RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorey Client Privilege statements by me and will subject me to intense questioning during deposition and impact my credibility as a
From: "Daniel Hend " <dhend: @pt l.com ! witness.
The questions will go like this:

Date: Sat, 10 Feb 2007 20:22:24 -0600

To: <rtendler@fonefinder.com> " Do you know of your duty of candor and good faith with the PTO?"
" Do you read documents before you sign them?*

" Are you a careless person when it comes to stating important facts?”

Fair enough. Looks like a real mess on my hands here post Katherine and Linda but the CPAs have a

handle on it now. Talk to you on Monday. * How do we know that you have not been careless with other faclual statements made to the  PTO during
prosecution?”
“What did you really invent that you showed to Hashimoto?"

: “The intellect device shown to t and now in the Smil ian wasn't capable of showing a picture, was

From: rtendler [mailto:rtendler@fonefinder.com] it, despite what you swore under penalty of perjury in your 131 affidavit. ...

Sent: Saturday, February 10, 2007 5:01 PM elc. etc. etc.

To: Daniel Henderson | have lived through many of these iti and my are he of such
haostile scrutiny. These are not imaginary issues. The improper declaration and allegauons of fraud on the

Subject: Re: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Client Privilege :
— i Hﬂmwmbﬁl‘eeﬂﬂeﬂﬂwmmmmeﬁmﬂoﬁoaﬂdw xmma

It will come out in litigation that the intellect device shown to
Hashimoto in July 1983 HAD NO WAY of displaying a picture on a two line alphanumeric display, contrary to
my recent inaccurate declaration. This of course will cause problems in the file wrapper with two contradictory
staternents by me and will subject me to intense questioning during deposition and impact my credibility as a

witness.

To Do o
As to the billing, it stands. I put my bloody soul into this as well as getting us to this point and Subject: Anwah's comment RE: H-123 Rule 131 Declaration]

eliminating reference to pagers and other extraneous claim language. 1 can't control Fan. The best I can
do is try to satisfy him. He is the gatekeeper. We will get this done.

Bob Original Message --—
Subject:RE: H-123 Rule 131 Declaration
Daniel Henderson wrote: Date:Fri, 9 Feb 2007 16:21:33 -0500
From:Anwah, Olisa <Olisa. Anwah@USPTO.GOV>

Bob, To:Robert Tendler < @fonefinder.com>
| want to address what | perceive is a potentially lethat blow to the integrity and validity of my patent portfolio " stendler@fonefinder.com:
from the incorrect declaration faxed to the PTO on Friday. | was asked to read a patent that before Friday | had
never seen, and give a thumbnail analysis about it within an hour, which i did. | also found support for a prior

invention date by me, which | also did. | followed your i ion and signed the ion prepared by you in

haste without reviewing it, as you felt speed was of the essence. And now it seems that we may be confronted looks good.

with a very difficult situationasaresutt. B fainal Maggatiaman=

1 am quite upset about the money and time that | have spent to arrive at this point without any clear indication °§;§;§‘:‘T::§§Z‘3e [mailto:rtendler@fonefinder.com]
that thef_e will EVER be any omer patents allowed. The damage generated by the factually inaccurate | Sent: Friday, February 09, 200

| signed is ing in the event that any patents do issue. | am quite certain that | will | To: Anwah, Olisa
Subject: H-123 Rule 131 Declaration

be deposed ad infinitum about the declaration during litigation and I do not see any way around this.

My concen is that the incorrect declaration will create a weak flank for attack by even marginally-competent
litigation counsel on the other side. Sinca the PTO has already received the incorrect declaration signed by me, !
we cannot uncrack the egg. | We are faxing this to the USPTO.
To suggest to the PTO that they disregard a fax received would be worse than the fact that they received it at {
all. However, we cannot let this go unaddressed. It will come out in litigation that the intellect device shown to
Hashimoto in July 1993 HAD NO WAY of displaying a picture on a two line alphanumeric display. contrary to
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“The Original King Of The Patent Trolls”

Exclusive with Ray Niro: The
Man They Call the Patent Troll

a‘ By Gene Quinn on July 23, 2013
)

On July 1, 2013, | spoke on the record with Ray Niro, who is one
of the most well known patent litigators in the United States.
Throughout his career he has been a champion for the inventor
who was facing long odds due to widespread patent
infringement. So loathed was Niro, he was the one who was
originally referred to as the “patent troll” by the media due to
his representing innovators against giant technology

companies. Of course, if you are going to call Ray Niro a patent
Ray Niro troll you might want to also point out that he is extraordinarily

successful, which means he has been very good at proving that
large corporations have infringed valid patents, sometimes on fundamentally
important innovations.

What follows is the final segment of my interview with the man they call the patent
troll, Ray Niro. To read part 1 see In Defense of Innovators: An Exclusive Interview with

Ray Niro.

SheppardMulilin
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Niro Knew The Declarations Were False

RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli... RE: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Cli...

my recent maccurale declarahon Thls o! COU(SB will cause prohlems in \ha file wtapper wnh two comradlcuxy

St ol I RE S R E R S EET SRS al T S

Please contact Examiner Anwah Monday and report to me wherg we are in ih;s matter. Also contact Cliff Kraft
at Niro's office to see what their take is on this development. As you suggested, it makes sense to discuss with
them what they may recommend in terms of the road blocks by Fan Tsang that continue to thwart my efforts in
securing allowance of the patents. My sense is that he is not finished with these applications vet.

TOT Do e

Subject: Re: Anwah's comment RE: H-123 Rule 131 Declaration /Attorney Client Privilege
ATTORNEY CLIENT PRIVILEGE

dAN:

1 suggest we address this on the phone. There is no guarantee that this will not be discoverable.

BTW, I had no idea that what you did for Hashimoto didn't support the reduction to practice. After all
it was in the block diagram. Don't blame me.

1 think this is fixable with complete candor with the USPTO. We will have to delineate what the prior
131s covered and what we were claiming, and how the new 131 covers what we are claming now.
Anwar will be OK with this.

As to the billing, it stands. I put my bloody soul into this as well as getting us to this point and
eliminating reference to pagers and other extraneous claim language. 1 can't control Fan. The best I can
do is try to satisfy him. He is the gatekeeper. We will get this done.

Bob

Daniel Henderson wrote:

Bob,
| want to address what | perceive is a potentially lethat blow to the integrity and validity of my patent portfolio
from the incorrect declaration faxed to the PTO on Friday. | was asked to read a patent that before Friday | had
never seen, and give a thumbnail analysis about it within an hour, which i did. | also found support for a prior
invention date by me, which | also did. | followed your i ion and signed the ion prepared by you in
haste without reviewing it, as you felt speed was of the essence. And now it seems that we may be confronted
with a very difficult situation as a result.
1 am quite upset about the money and time that | have spent to arrive at this point without any clear indication
that there will EVER be any omer patents allowed. The damage generated by the factually inaccurate

lion | signed is ing in the event that any patents do issue. | am quite certain that | will
be deposed ad infinitum about the declaration during litigation and I do not see any way around this.
My concen is that the incorrect declaration will create a weak flank for attack by even marginally-competent
litigation counsel on the other side. Sinca the PTO has already received the incorrect declaration signed by me,
we cannot uncrack the egg.
To suggest to the PTO that they disregard a fax received would be worse than the fact that they received it at
all. However, we cannot let this go unaddressed. It will come out in litigation that the intellect device shown to
Hashimoto in July 1993 HAD NO WAY of displaying a picture on a two line alphanumeric display. contrary to
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hostile scrutiny. These are not imaginary issues. The improper declaration and allegations of fraud on the
palent office will now be the easiest way to invalidate the entire patent portfolio and impeach my credibility as a
witness. | fully expect that it will alse introduce serious concerns for my litigation counsel, given the potential
invalidity arguments that will be posed by the other side. This additional risk would have otherwise not existed if
we had taken the time to check the declaration prior to sending it to the PTO. This is truly insufferable and
most discouraging.

Please contact Examiner Anwah Monday and report to me where we are in this matter. Also contact CIiff Kraft
at Niro's office to see what their take is on this development. As you suggested, it makes sense to discuss with
them what they may recommend in terms of the road blocks by Fan Tsang that continue to thwart my efforts in
securing allowance of the patents. My sense is that he is not finished with these applications yet.

Finally, | would like your thoughts on how the billing should be handled to address this matter.
Dan

From: Robert Tendler [mailto:rtendler@fonefinder.com]
Sent: Friday, February 09, 2007 4:13 PM

To: Daniel Henderson

Subject: Anwah's comment RE: H-123 Rule 131 Declaration]

=--emew- Original Message --—-----
Subject:RE: H-123 Rule 131 Declaration
Date:Fri, 9 Feb 2007 16:21:33 -0500
From:Anwah, Olisa <Olisa. Anwah@USPTO.GOV>
To:Robert Tendler <stendler@fonefinder.com>

looks good.

————— Original Message-----

From: Robert Tendler [mailto:rtendler@fonefinder.com]
: Friday, February 09, 2007

To: Anwah, Olisa

Subject: H-123 Rule 131 Declaration

We are faxing this to the USPTO.
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Motion to Compel Based on Crime-Fraud Exception

Case: 1:09-cv-02945 Document #: 276 Filed: 03/27/14 Page 1 of 12 PagelD #7850

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

INTELLECT WIRELESS, INC..
Plaintiff. Case No. 1:00-cv-02045
V. Honorable Judge William T. Hart

HTC CORPORATION, HTC AMERICA, INC., Magistrate Judge Geraldine Scott Brown
and AT&T MOBILITY LLC.

Defendants.

Case: 1:09-cv-02945 Document #: 291 Filed: 05/06/14 Page 5 of 5 PagelD #:8104

IT IS THEREFORE ORDERED that defendants’ motion to compel [276]
is granted. Within seven days, Intellect Wireless and the Niro law firm shall
produce the requested documents. A hearing on status will be held on May 29,

2014 at 2:00 p.m.

ENTER:

MOTION TO COMPEL PRODUCTION OF ALLFEGEDLY PRIVILEGED -

DOCUMENTS FROM INTELLECT WIRELESS, INC. AND THE NIRO FIRM  [voce

that the Court order Intellect Wireless, Inc., (“TW™) and its attorneys. Raymond P. Niro, Paul
K Vickrey. Paul C. Gibbons, David J. Mahalek, and Niro, Haller & Niro Ltd. (collectively.
“Niro”) to produce, pursuant to the crime-fraud exception, documents responsive to the
Court’s January 30, 2014 Order that have been improperly withheld as privileged and/or work

product.

L INTRODUCTION
For years and at trial. Dan

Henderson believed his original H

produced a February 10. 2007 enj

IT IS THEREFORE ORDEEED that defendants’ motion to compel [276]

However, s he Comt wiirecat| 15 Zranted. Within seven days, Intellect Wireless and the Niro law firm shall

from the outset that the declaration was “incorrect.” “factually inaccurate” and “improper.”

SMRHA185804113 -1-
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Niro Only Produced A Few Limited Documents

Mahalek, David J

From: ' Daniel Henderson [dhenderson@phonetel.com)
Sent: Friday, Novernber 08, 2009 12:32 PM

To: Gibbons, Paul C

Cc: Vickrey, Paul K; Mahalek, David J

Subject: RE: Intellect discovery responses

Int L

+|NEC and enclosing it in a prototype case along with a Sharp pocket autodialer. This device did not actually receive caller

e id automatically from the telephone network as there was no provision for it by the pager company | used at the time,

vlhut the basic idea for caller id with a name to a wireless device was demonstratable where upon receipt of a page within

»the device, a screen pop would show both the telephone number and the name of the person calling that was
associated with the number that had called. During the demonstration | alse showed them a mock-up of the intellect

A

w{device that included a picture of someone sending a message, which was a picture of myself. it did not operate but was
“rlused in conjunction to demonstrate what the invention could include. During the demonstration i explained that

enowTe E; ir L) Wis TSt placed into trial for celuiar

service on some limited basis.

In 1992 | began researching this In depth by frequent patent and periodical literature searches, reviewing electronic
stares and products for sale at the time, and in discussions with people that could assist me in censtructing a product,
including Doctor Design, out of Texas, a friend, Gary lenson, whao lived in the same apartment complex, Bob Hotto, a
fellow inventor. 1also spoke with a company, Positive communications, who sold pagers at that time, and | recall
contacting PageNet and possibly others in 1993, | believe | executed an NDA with Bob Hotto and possibly discussed the
autodialer aspect of the product idea with Linda Thomas, who was also in the dialer business at the time. | had my wife
at that time, Sue Billing Henderson, witness and sign some conception drawings in January and February of 1993 that
were referenced in my Rule 131 Declaration submitted to the patent office, which established my date of conception.

The first demonstration of the intellipager was to Gary Jenson, a friend and also to Kazuo Hashimoto in June of 1993, It
was also shown to Shinwa Communications in Oklahoma, to members of their company and some others from Mitsui
Comtek sometime later in 1993. Then later on, | had travelled to Las Vegas to the Consumer Electronics show, where |
walked the various trade show booths looking at other wireless products and also where | demonstrated my intellipager
and intellect products. There was in fact one company in Canada | recall that was impressed enough to ask for pricing
and deiivery information, which should be referenced in my 131 declaration.

The product names intellipager and intellect was intended to connote that there was more information sent to a user
then just numeric paging data, and more efficiently sent in an automatic fashion. After researching the costs to build
products, and due to limited finances, | decided to construct a prototype myself using a numeric pager manufactured by
NEC and enclosing it in a prototype case along with a Sharp pocket autodialer. This device did not actually receive caller
Id automatically from the telephone netwaork as there was no provision for it by the pager company | used at the time,
but the basic idea for caller id with a name to a wireless device was demonstratable where upon receipt of a page within
the device, a screen pop would show both the telephone number and the name of the person calling that was
associated with the number that had called. During the demaonstration | also showed them a mock-up of the intellect
device that included a picture of someone sending a message, which was a picture of myself. It did not operate but was
used in conjunction to demonstrate what the invention could include, During the demonstration | explained that
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Niro Only Produced A Few Limited Documents

Mahalek, David J

From: Mahalek. David J

Sent: Friday, February 25, 2011 7:10 AM
To: . 'Danigl Henderson'

Ce: Gibbens, Paul C

Subject: RE: Inteliect Wireless

Dan

we're not taking the position that it wasn't an actual reduction to practice. We're trying
to be more circumspect than that and convey an impression that we're unsure. If you think
that doesn’t come across in the answers let me know. Thanks

i sl N izad bodbal o

We're not taking the position that it wasn't an actual reduction to practice. We're trying
to be more circumspect than that and convey an impression that we're unsure. If you think
that doesn't come across in the answers let me know. Thanks

the document, but other than that no comments. 1 guess we are them taking the position that
there was no actual reduction to practice? I am still not clear on whether or not what I
built constitutes actual reduction or not in terms of the legal definition.

Dan

On Thu, Feb 24, 2811 at 4:38 PM, Mahalek, David 1 <mahalelkf@nshn.com> wrote:

Here is a draft second supplemental respense to HTC's interrogatory no. 1.
The new material begins on page 15.

This is due tomerrow. Any and all thoughts and comments are appreciated.
Thanks.

Dave

David J. Mahalek

>
3
>
>
»
>
>
¥
>
>
»
¥
>
>
>
>
>
3
>
>
» Niro, Haller & Niro
3
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Motion for Adverse Inference Is Granted

INTELLECT WIRELESS. INC..
Plaintiff.
V.

HTC CORPORATION, HTC AMERICA, INC..
and AT&T MOBILITY LLC.

Defendants.

Case: 1:09-cv-02945 Document #: 312 Filed: 06/27/14 Page 1 of 16 PagelD #:8881

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

Case No. 1:09-cv-02945
Honorable Judge William T. Hart

Magistrate Judge Geraldine Scat Brown

Case: 1:09-cv-02945 Document #: 343 Filed: 01/08/15 Page 29 of 29 PagelD #:11183

Alternatively, if the parties can reach a settlement finally resolving the amounts
due, there will be no need to enter a further judgment.

IT IS THEREFORE ORDERED that defendants HTC Corporation's and
HTC America's motions for an adverse inference [307, 312] are granted.
Defendants' motion to hold plaintiff Intellect Wireless, Inc. and Attorneys
Raymond Niro, Paul Vickrey, Paul Gibbons and David Mahalek jointly and

severallv i

MOTION FOR ADVERSE INFERENCE., OR IN THE ALTERNATIVE TO ENFORCE

COMPLIANCE WITH THE COURT’S JUNE 2. 2014 ORDER. AND FOR SANCTIONS [**

ENTER:

Widtie, 7 I~

United Stdtes District Judge

DATED: JANUARY 8, 2015

IT IS THEREFORE ORDERED that defendants HTC Corporation's and

HTC America's motions for an adverse inference [307, 312] are granted.

SheppardMulilin
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Judgment Against Intellect Wireless & Niro

THERECORDER

= Ciick to Print or Select"Print’ in your browser menu to print this document.

Page printed from: The Recorder

Case: 1:09-cv-02945 Document #: 343 Filed: 01/08/15 Page 29 of 29 PagelD #:11183

Alternatively, if the parties can reach a settlement finally resolving the amounts

o

JiJudge to Make Niro Firm Pay Millions in Sanctions|.m.m

Jany

SAN

| million dollars in attorney fees assessed against Intellect Wireless and inventor Daniel Henderson. The ruling ends a year of

- ed.
.Over False Declarations
5. District Judge William Hart on Friday held Niro, Haller & Niro jointly and severally liable for what's likely to be several iy and

veref hotly contested wrangling over what Niro did and didn't know, delivering a black eye to one of the country’s most prominent s motions

us| patent lawyers.

[t.

milli
Oty TSI T T OV ST WY eI T OO e T ROV g DT R-C =0 Or O e CO ST oS T prOT e — - - —
patent lawyers. Defendants' bill of costs [222] is granted in part and denied in part. A status

"The false presentation of Henderson's activity and knowledge justifies making Niro jointly and severally liable with IW for
attomey fees and costs," Hart wrote in his order.

Niro did not immediately respond to an email seeking comment Friday evening. Niro, partners Paul Vickrey and David
Mahalek and former partner Paul Gibbons have filed declarations saying they knew nothing about an email Henderson sent
to his patent prosecutor in 2007 raising loud alarms about false declarations filed with the PTO. Henderson had wamed that
false declarations filed on his behalf presented a "potentially lethal blow" to his patent portfolio, and asked that his litigation
counsel at the Niro firm be consulted about it.

HTC Corp. and its attomeys at Sheppard, Mullin, Richter & Hampton say it was "inconceivable" that Niro and his colleagues
didn't hear about Henderson's concems long before suing HTC in 2009.

hearing is set for January 22, 2015 at 2:00 p.m.

ENTER:

f(/;é/m a /GéﬁL

United Stdfes District Judge

DATED: JANUARY §, 2015

Hart sided with HTC on Friday, concluding from theJ
the lawyers knew Henderson had lied about his inv

"Therefore, Niro is liable for all reasonable attormey

HTC has asked for $4.7 million, plus additional fees

Defendants' motion to hold plaintiff Intellect Wireless, Inc. and Attorneys

some of irg's obecions whie semymg onere. | Raymond Niro, Paul Vickrey, Paul Gibbons and David Mahalek jointly and

"We are very pleased with Judge Hart's decision,"” S
outset that this is a lawsuit that never should have b

Contact the reporter at sgranam@aim com. severally liable for attorney fees and costs [300] 1s granted. Defendants' motions

Copyright 2015. ALM Media Properties, LLC. All rights reserved
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Questions?? Comments??

Inequitable Conduct: Unwinding
the Tangled Web of Deceit

Stephen S=Korniczky
Chair, IP-Practice Group
skorniczky@sheppardmullin.com
&

Martin R. Bader, Partner
mbader@sheppardmullin.com
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