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“The Federal Circuit’s analysis
fundamentally misunderstands what it
means to infringe a method patent.”

Limelight Networks vs. Akamai, Supreme Court Opinion, June 2, 2014
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Direct infringement of process claims



35 USC 271 — Infringement of Patent

(a) Except as otherwise provided in this title, whoever without authority makes,
uses, offers to sell, or sells any patented invention, within the United States or
imports into the United States any patented invention during the term of the
patent therefor, infringes the patent.

(b) Whoever actively induces infringement of a patent shall be liable as an infringer.

(c) Whoever offers to sell or sells within the United States or imports into the
United States a component of a patented machine, manufacture, combination or
composition, or a material or apparatus for use in practicing a patented process,
constituting a material part of the invention, knowing the same to be especially
made or especially adapted for use in an infringement of such patent, and not a
staple article or commodity of commerce suitable for substantial noninfringing use,
shall be liable as a contributory infringer.



Direct Infringement Under 35 USC 271(a)

What if no single party performs every step of the claim?

If the actions of multiple parties combine to perform the steps of the claim, can
they be jointly liable for direct infringement?




BMC Resources v. Paymentec

498 F.3d 1373 (Fed. Cir. 2007)

Processing debit transactions without a
personal identification number (PIN)

Interface between touch-tone telephone
and debit card network

Allows real-time bill payment transactions
with only a telephone keypad

Steps performed by service provider, debit
card network, and financial institution
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BMC Resources

Customer Service Provider

Calls service provider Routes payment
to pay a bill, provides information to debit
payment information card network

Records transaction
information

Debit Card Network

Forwards payment
information to
financial institution

If authorized, debits
customer’s account

Financial Institution

Determines whether
sufficient funds in
customer’s account

Authorizes or
declines transaction



BMC Resources

6. A method of paying bills using a telecommunications network line connectable to at least one remote payment card network
via a payee's agent's system, wherein a caller begins [a] session using a telecommunications network line to initiate a
spontaneous payment transaction to a payee, the method comprising the steps of:

prompting the caller to enter a payment number selected from one or more choices of credit or debit forms of payment;
prompting the caller to enter a payment amount for the payment transaction;

accessing a remote payment network associated with the entered payment number, the accessed remote payment
network determining, during the session, whether sufficient available credit or funds exist in an account associated with
the entered payment number to complete the payment transaction, and upon a determination that sufficient available
credit or funds exist in the associated account, charging the entered payment amount against the account associated
with the entered payment number, adding the entered payment amount to an account associated with the entered
account number, and storing the account number, payment number and payment amount in a transaction file of the

system.



Customer

begin[ning] [a] session
using a
telecommunications
network line to initiate a
spontaneous payment
transaction to a payee ...

Service Provider

prompting the caller to
enter a payment number

veey

prompting the caller to
enter a payment amount

ceey

storing the account

number, payment number
and payment amountin a

transaction file of the
system.

Debit Card Network

upon a determination that
sufficient available credit or
funds exist in the associated
account, charging the
entered payment amount
against the account ...,

Financial Institution

determining, during the
session, whether sufficient
available credit or funds
exist in an account ...,




BMC Resources

Direct Infringement
Infringement requires a showing that a defendant has practiced each and every element of the

claimed invention.
Warner-Jenkinson, 520 U.S. 17, 40 (1997) — element-by-element analysis.

35 USC 271(a) — liability for infringement requires a party to make use, sell, or offer to sell the
patented invention, which means the entire patented invention.

Direction or Control Standard

Without the direction or control of both the debit card networks and the financial institutions,
Paymentech did not perform or cause to be performed each and every element of the claims.

Therefore, there is no direct infringement.



BMC Resources

Policy

Expanding the rules governing direct infringement to reach independent conduct of multiple actors
would subvert the statutory scheme for indirect infringement.

Indirect infringement is already covered by the provisions for induced and contributory
infringement.

The concerns over a party avoiding infringement by arms-length cooperation can usually be offset
by proper claim drafting.

A patentee can usually structure a claim to capture infringement by a single party.

Here, BMC could have drafted its claims to focus on one entity.



BMC Resources

Policy

Defendant cannot avoid liability for infringement by having someone else carry out one or more of
the claim method steps on its behalf.

In such cases, the party in control would be liable for direct infringement.



Muniauction v. Thomson

532 F.3d 1318 (Fed. Cir. 2008)

Conducting auctions of financial
instruments (municipal bonds)

Using a conventional web browser
without separate software

Allows issuers to monitor progress of
auction and bidders to monitor their bids

Steps performed by both bidders and
auctioneer
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Muniauction

1. In an electronic auction system including an issuer's computer ... and at least one bidder's computer ..., an electronic
auctioning process for auctioning fixed income financial instruments comprising:

associated with at least one bid for at least one fixed income financial instrument
via said input device;

automatically computing at least one interest cost value based at least in part on said inputted data, said automatically
computed interest cost value specifying a rate representing borrowing cost associated with said at least one fixed income
financial instrument;

submitting said bid by transmitting at least some of said inputted data from said bidder's computer over said at least one
electronic network; and

communicating at least one message associated with said submitted bid to said issuer's computer over said at least one
electronic network and displaying, on said issuer's computer display, information associated with said bid including said
computed interest cost value,

wherein at least one of the inputting step, the automatically computing step, the submitting step, the communicating
step and the displaying step is performed using a web browser.



Bidder

inputting data associated
with at least one bid for at
least one fixed income
financial instrument into
said bidder's computer via
said input device;

Auctioneer

automatically computing at
least one interest cost value
based at least in part on
said inputted data...;

submitting said bid by
transmitting at least some
of said inputted data from
said bidder's computer
over said at least one

electronic network;

communicating at least one
message associated with
said submitted bid to said
issuer's computer over said
at least one electronic
network and displaying, on
said issuer's computer
display, information
associated with said bid...;




Muniauction

Direction or Control Standard

Where the actions of multiple parties combine to perform every step of a claimed method, the
claim is directly infringed only if one party exercises ‘control or direction’ over the entire process
such that every step is attributable to the controlling party. (citing BMC.)

This standard is satisfied where the law would traditionally hold the accused direct infringer
vicariously liable for the act committed by another party.

Controlling access to a system and instructing on its use is not enough to incur liability for direct
infringement.

Thomson did not perform every step, nor did it have another party perform steps on its behalf.

Therefore, there is no direct infringement.



McKesson v. Epic

(Fed. Cir. 2011)

Communication between
healthcare providers and patients
using personalized web pages

Steps performed by both patients
and healthcare providers

Providers and patients have
doctor-client relationship
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The present invention provides a communication system for
providing automated, electronic communications between at
least one health-care provider and a plurality of users of the
health-care provider, wherein the communications occur
over a communications network through a provider/patient
interface, said system comprising:

a central server, comprising one server or a logic unit of

multiple servers;

a provider’s service computer,

PRACTICE VIEW

+ Targeted broadcast notices
*  Appointment requests

+  Refill requests

» Patient demographics

+ Patient medical history

+ Patient self-care tracking

+  Usage statistics

FIG. 3



McKesson

1. A method of automatically and electronically communicating between at least one health-care provider and a plurality of
users serviced by the health-care provider, said method comprising the steps of:

to the provider for information, wherein the provider has
established a preexisting medical record for each user;

enabling communication by transporting the communication through a provider/patient interface over an electronic
communication network to a Web site which is unigue to the provider...;

electronically comparing content of the communication with mapped content, which has been previously provided by
the provider to the central server, to formulate a response ...; and

returning the response to the communication automatically to the user's computer, whereupon the response is read by
the user or stored on the user's computers [sic][;]

said provider/patient interface providing a fully automated mechanism for generating a personalized page or area
within the provider's Web site for each user serviced by the provider; and

said patient-provider interface service center for dynamically assembling and delivering custom content to said user.



MyChart User

initiating a communication
by one of the plurality of
users to the provider for
information...;

MyChart Provider

enabling communication by
transporting the
communication through a
provider/patient interface
over an electronic
communication network to
a Web site which is unique
to the provider...;

electronically comparing
content of the
communication with
mapped content, which has
been previously provided

by the provider to the
central server, to formulate
a response ...;

returning the response to
the communication
automatically to the user's
computer, whereupon the
response is read by the user
or stored on the user's
computers [sic][;]




McKesson

Are the Users’ Actions Attributable to the Providers?

MyChart users are not performing any of the claimed method steps as agents for the MyChart
providers.

MyChart users are not contractually obligated to perform any of the claimed steps on behalf of the
MyChart providers. The users choose whether or not to initiate communications with their
providers and are under no obligation to do so.

As in Muniauction, MyChart providers simply control the users’ access to MyChart.
MyChart users acted principally for their own benefit and under their own control.

Therefore, there is no direct infringement.



McKesson

Doctor-Patient Relationship

A doctor-patient relationship does not by itself give rise to an agency relationship or impose on
patients a contractual obligation such that the voluntary actions of patients can be said to
represent the vicarious actions of their doctors.

Policy

In patent law, the patentee specifically defines the boundaries of his or her exclusive rights and
provides notice to the public to permit avoidance of infringement.

In contrast, in circumstances surrounding a joint tort, the victim has no ability to define the injurious
conduct upfront and, absent joint liability, would stand uncompensated.



Direct infringement of system claims



Centillion vs. Quest

A system for collecting, processing
and delivering information from a
service provider to customer

Passive processing of information
on the back-end

But system allows “on-demand”
reports based on user-selected
ranges
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Centillion vs. Quest

1. A system for presenting information concerning the actual
cost of a service provided to a user by a service provider, said
system comprising:

storage means for storing individual transaction records
prepared by said service provider, said transaction records
relating to individual service transactions for one or more
service customers including said user, and the exact charges
actually billed to said user by said service provider for each
said service transaction;

data processing means comprising respective computation
hardware means and respective software programming
means for directing the activities of said computation
hardware means;

means for transferring at least a part of said individual
transaction records from said storage means to said data
processing means;

said data processing means generating preprocessed summary
reports as specified by the user from said individual
transaction records transferred from said storage means and
organizing said summary reports into a format for storage,
manipulation and display on a personal computer data
processing means;

means for transferring said individual transaction records
including said summary reports from said data processing
means to said personal computer data processing means; and

said personal computer data processing means being adapted
to perform additional processing on said individual transaction
records which have been at least in part preprocessed by said
data processing means utilizing said summary reports for
expedited retrieval of data, to present a subset of said
selected records including said exact charges actually billed to
said user.



Blue Spike, LLC v. Soundmouse Ltd.,

2014 U.S. Dist. LEXIS 172489 (S.D.N.Y. Dec. 2, 2014)

U.S. Pat. No. 5,715,314

34. A network-based sales system, comprising:

at least one buyer computer for operation by a

user desiring to buy products;

at least one shopping cart computer; and

a shopping cart database connected to said
shopping cart computer;

said buyer computer and said shopping cart
computer being interconnected by a computer
network;

said buyer computer being programmed to ... ;
said shopping cart computer being programmed
to ...; and

said buyer computer being programmed to
receive a request from said user ...;

said shopping cart being a stored representation
of a collection of products, said shopping cart
database ...
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Blue Spike, LLC v. Soundmouse Ltd., 2014 U.S. Dist.
LEXIS 172489 (S.D.N.Y. Dec. 2, 2014)

Held: “[A]t least two of Soundmouse's customers are located in the United States, and that they transmit
data to Defendant for processing and receive processed data from Defendant in the United States.”

Held: “... unlike Qwest, Defendants do not require their customers to download and install software so
that the buyer computer is able to interact with the shopping cart computer as required by the claims.
Rather, the delivery of Defendants' web page itself provides the programming required by the claims; the
user is not required to install anything. Thus, Defendants' web server, by delivering web pages containing
embedded programming, puts the system as a whole into service so that Defendants may benefit from
the system. Accordingly, Defendants use the system under § 271(a) by putting the system into service,
i.e., controlling the system as a whole and deriving benefit from it.”


http://www.lexis.com/research/buttonTFLink?_m=8b423a39cbff27db3e4d63eaab37d3ed&_xfercite=<cite cc%3d"USA"><![CDATA[899 F. Supp. 2d 574]]></cite>&_butType=4&_butStat=0&_butNum=62&_butInline=1&_butinfo=35 U.S.C. 271&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLzVzB-zSkAz&_md5=3cd6977ba7efa1fab2724ee9b424f82a

Lyda v. Fremantle Media N. Am., Inc.,

2012 U.S. Dist. LEXIS 39316 (S.D.N.Y. Mar. 8, 2012)
U.S. Pat. No. 7,434,243

9. A system for receiving and processing responses
to a program selected from the group consisting of a
radio broadcast, a television broadcast, an internet
broadcast, a satellite communication, an audio tape,
a video tape, and a live performance, the system
comprising:

e providing a program identifier code for the
program being presented;

e providing a user input device other than a
personal computer, the device generating
without receiving signals eliciting a response by a
user; having an audience member input the
program identifier code into the user input
device:

* having the audience member input responses
into the user input device;

e transmitting the program identifier code and the
responses associated with a user identifier ...

Held: Motion to dismiss granted since plaintiff did
not argue that defenants provided the audience
with cell phones (the user input device).



Rembrandt Soc. Media, LP v. Facebook, Inc.,
950 F. Supp. 2d 876, 2013 U.S. Dist. LEXIS 84245 (E.D. Va. 2013)

U.S. Pat. No. 6,289,362

7. A computer system comprising:

* third party memory storing a transfer script that
generates a request for a transfer applet from server
memory;

e server memory storing an AUA database from which
personalized web pages are constructed and a
transfer applet for establishing a communications link
between a client browser and the server memory;
and

* aclient browser coupled to the third party memory
and to the server memory for executing the transfer
script and the transfer applet to transfer an AUA to
an AUA database stored in the server memory, the
AUA identifying a location of a content object and
including an annotation authored by a content
provider for controlling an aspect of a presentation of
the object.

Held: the pressing of the 'like' or 'share' button
is not alleged to be an element of the Claim 7
system; instead, it is merely an action that
precedes the operation of the system. Although
defendants' use of the system may be preceded
by a Facebook user pressing the 'like' or 'share’
button, Rembrandt has adequately alleged that
defendants place into use each element of the
claimed system.

Motion to dismiss denied based on pleadings of
complaint, but issue may ultimately be resolved
differently.



Panel Discussion — Direct Infringement

* Drafting tips: how would you avoid divided infringement issue when
drafting claims?

* How would you take divided infringement into account when you
analyze the strength of a patent?

* What kinds of investigation should you conduct in order to make a
case of divided infringement?

* From the policy perspective, do you think the law is what it should
be?

* Where do you think the law for divided infringement is going?



Inducement



35 USC 271 — Infringement of Patent

(a) Except as otherwise provided in this title, whoever without authority makes,
uses, offers to sell, or sells any patented invention, within the United States or
imports into the United States any patented invention during the term of the
patent therefor, infringes the patent.

(b) Whoever actively induces infringement of a patent shall be liable as an infringer.

(c) Whoever offers to sell or sells within the United States or imports into the
United States a component of a patented machine, manufacture, combination or
composition, or a material or apparatus for use in practicing a patented process,
constituting a material part of the invention, knowing the same to be especially
made or especially adapted for use in an infringement of such patent, and not a
staple article or commodity of commerce suitable for substantial noninfringing use,
shall be liable as a contributory infringer.



Limelight vs. Akamai

A method of delivering electronic data using a “content
delivery network”

The invention enables the designation (“tagging”) of
certain components of a content provider’s Website to
be stored on and served from Akamai’s servers

Limelight requires its customers to tag content for
storing on Limelight’s servers

Limelight provides manuals and technical assistance on
how to tag

Federal Circuit: Inducement liability arises when a
defendant carries out some steps and encourages
others to carry out the remaining steps — even when
no one would be liable as a direct infringer
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Limelight vs. Akamai

19. A content delivery service, comprising:

replicating a set of page objects across a wide area
network of content servers managed by a domain other
than a content provider domain;

for a given page normally served from the content
provider domain, tagging the embedded objects of the
page so that requests for the page objects resolve to the
domain instead of the content provider domain;

responsive to a request for the given page received at
the content provider domain, serving the given page
from the content provider domain; and

serving at least one embedded object of the given page
from a given content server in the domain instead of
from the content provider domain.

Direct infringement of a method

claim requires the performance of
all steps attributable to the same
defendant

J

Inducement requires a direct
infringement

~

J

271(b) Whoever actively induces
infringement of a patent shall be
liable as an infringer

~
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Panel Discussion — Inducement

* Since inducement requires a direct infringement, should the court
revisit the requirements for direct infringement? Is this a question for
the legislature?

* |s it “axiomatic” that you can’t induce infringement of an invalid
patent? Are there helpful analogies in other areas of the l[aw?

* How does the law of induced patent infringement impact the value of
patents in the cloud service and software industry?

* What steps can you take in drafting and prosecuting patents to place
yourself in the best position to assert induced infringement ?
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Abstract Idea Examples, Published by the USPTO on Jan 27, 2015
Example 4, based on SiRF Technology vs. ITC (Fed. Cir. 2010)

1. A system for calculating an absolute position of a GPS receiver and an absolute fime of
reception of satellite signals comprising:

a mobile device comprising a GPS receiver. a display. a microprocessor and a wireless
communication transceiver coupled to the GPS receiver. the mobile device programmed to
receive PN codes sent by a plurality of GPS satellites, calculate pseudo-ranges to the plurality of
GPS satellites by averaging the received PN codes. and transmit the pseudo-ranges. and

a server comprising a cenfral processing unit. a memory. a clock. and a server
communication transceiver that receives pseudo-ranges from the wireless communication
transceiver of the mobile device. the memory having location data stored therein for a plurality
of wireless towers. and the central processing unit programmed to:

estimate a position of the GPS receiver based on location data for a wireless tower
from the memory and time data from the clock.

calculate absolute time that the signals were sent from the GPS satellites using the
pseudo-ranges from the mobile device and the position estimate,

create a mathematical model to calculate absolute position of the GPS receiver based
on the pseudo-ranges and calculated absolute time,

calculate the absolute position of the GPS receiver using the mathematical model. and

transmit the absolute position of the GPS receiver to the mobile device. via the server
communication transceiver, for visual representation on the display.



